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i i LNIRODUCTION 

This case involves the alleged infringement of U. S. Pat- 
nt No. 3,133,640 owned by the defendant-appellant. 

The statement of facts which follows are presented in 
everal parts. In parts A, B and C there is set forth a state- 
ent of facts. Following this there is a section D entitled 
acts Which Are Controverted by the plaintiff-appellee (or which 
ere presented by the appellant but not supported by the record). 
mphasis will be placed in presenting evidence which supports the 
rial court's Findings of Fact and Conclusions of Law relating 
o the issues of validity and infringement since the appellant's 
rief does not discuss the evidence on both sides where it dis- 
grees with the Court's findings. 

i. SItATEMENT OF THE CASE 

Eeacts) Relating To How Present Suit Came into Being 

The plaintiff, San Marino Electronic Corporation is a 
mall California corporation having its principal place of 
usiness in El Segundo, California. Plaintiff's corporation was 
rganized in late 1962 to manufacture and sell an empty bottle 
nspection machine which was first placed on the market in 
arly 1963. The first of such machines was designated as 
@eeeo0s. Just prior to the trial in January, 1967, plaintiff 
egan the manufacture and sale of another empty bottle inspectim 
achine designated as the Slimlite. During the trial it was 
tipulated that the optical and electrical design in the Slim- 


ite machine was sufficiently similar to the Model 303 machine and 
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Phat the question of infringement of both machines could be 
Jetermined solely by reference to the Model 303 machine. To 
mite these are the only products of the plaintiff-appellee. 

[In May, 1964, the patent in suit issued to defendant-appellant 
and in August, 1964, appellant placed plaintiff and its then 
3tincipal customer Crown Cork & Seal Company on Notice of 
Micringement of the patent. In October, 1964, plaintiff- 
appellee brought the present suit for declaratory relief and the 
ippellant counterclaimed for patent infringement. 

In September, 1967 EMER: we a nrequese by ehestrial 
sourt the parties agreed to separate plaintiff's claim of patent 
isuse for trial from the issues of infringement and validity 
for purposes of trial. 

The patent misuse trial occurred in September, 1967 and 
‘esulted in a finding on this issue for the defendant. 

In January, 1967 trial was held on the issue of infringe- 
Mme and validity of the patent in suit. The patent in suit 
meludes 24 claims. Prior to the trial the parties agreed to 
Mehidraw Claims 1-6 from issue. During the trial counsel for 
efendant stated that a formal disclaimer of Claim 16 of the 
ent in suit had been filed with the United States Patent 
ffice. Thus, only Claims 7-15 and 17-24 were litigated. The 
feat court found each of Claims 7-15 and 17-24 not infringed and 
nvalid by its order of judgment of October 10, 1967 (R. 1938 
Mmeough R. 1958). 

Defendant filed a notice of appeal on November 6, 1967 


rom the Court's finding of non-infringement and invalidity and 


aja 


@eeranting to plaintiff of its costs and the infringement and 
merdity portion of the trial. In November, 1967 plaintiff 
Mess appealed from the trial court's failure to find patent 
isuse, the award of costs to the defendant as to the misuse 
Me10n of the trial, and the failure of the Court to award 
Mintitt its attorney's fees. 

The appellant George J. Meyer Manufacturing Company is a 
isconsin corporation having its principal place of business in 
iwaukee, Wisconsin, but it also has other places of business 
Mother cities of the United States and abroad as well as in 
ys Angeles county. Defendant was organized in 1904 and does an 
mual business of approximately $35,000,000.00. Appellant 
mnufactures an entire line of bottle handling equipment used by 
yt drink, beer and milk bottling companies. Among the equip- 
ant manufactured and sold by the appellant are washing machines, 
easing machines, bottle sorting machines, labeling machines 
id empty bottle inspection machines. Appellant's empty bottle 
ispection machine designated Mark IV has been marked by it 
Mee late 1959. Prior to that time, the appellant did not have 
1empty bottle inspection machine in its line. [In 1959, a 
12a1l1 company called Industrial Dynamics Corporation was manu- 
feuring and selling the Mark IV machine which it had itself 
‘veloped. In September, 1959, appellant had transferred to it 
ghts under the only two patent applications of Industrial 
namics Corporation relating to empty bottle inspection machines. 
te of those patent applications was the parent patent appli- 


pCion upon which a continuation patent application Serial No. 
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Mo. was based (Ex. 41). This continuation patent application 
nich was filed in October, 1960 resulted in the issuance of 
Mmepeccnt in suit in May, 1964. 

Commencing in early 1958 Industrial Dynamics Corporation 
2signated the Mark II machine. This machine was made sub- 
mercially in accordance with the teachings of the patent in 
mec. (Tr. 475) In 1959 prior to the transfer of the two patent 
plications by Industrial Dynamics Corporation to the defendant, 
mustrial Dynamics Corporation filed a patent application which 
meted in the issuance of patent No. 3,081,666. This patent 
Mcthe one which describes the Mark IV machine. 

The alleged invention of the patent in suit is for an 
lectro-optical system together with associated electronic 
m@cuitry for use in commercial bottling plants to inspect 
mipty bottles, to determine the presence of dirt in such 
gttles. Machines for the very same purpose had been manu- 
Meedred and used in various bottling plants long prior to 1958. 

Pepe eeration Of The 3,133,640 Machine 

The patent in suit discloses an empty bottle inspection 
Whine which automatically will remove a bottle found to con- 
@n dirt from a bottle conveyor line. The machine is con- 
seucted so as to be initially set to the bottle reject position; 
ws, the bottle being inspected will automatically Bbeere|ccued 
less a signal is produced indicating that the bottle is clean. 
ls aspect of the design of the machine described in the patent 
1 suit is claimed in Claims 1-6 and were not at issue at the 


‘lal and are not at issue in this appeal. 
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The means for determining the presence of dirt in the bottle 
Sing inspected as described by the patent in suit includes an 
Meangement of a light bulb directly below the bottle to be 
mpected. Above the bottle is disposed a rotating cylinder 
Meene a lens and a reticle. The reticle consists of a disc 
ving alternate radial and opaque and transparent areas of 
Meet Size and configuration so that 50% of the dise is rendered 
Maque and 50% of the disc is transparent to the light reaching 
vw reticle. A motor and appropriate drive means are provided 
) rotate the cylinder above the bottle at a predetermined 
tational speed. Above the reticle there is placed a photocell 
y receive the light passing from the light bulb through the 
9ttle and reticle in that order. The photocell receives 
@e_ations in the light signal as the reticle rotates to indi- 
ate the presence of a dirt particle in the bottle. These 
Merations are processed by the electronic circuitry to accept 
2 reject the bottle. The patent specifically states (colum 
Meeines 19-22): 


} 


"The general concept of inspecting bottles by 
passing a light therethrough and having a 
photocell,,the output of which is indicative of 
the state of cleanliness of the bottle is well 
known and has been used extensively.” 


id at column 1, lines 27-28 the patent specifically states 


t 


wat it merely constitutes, 
". . .an improved inspection system over those 
presently available." 
At the trial, plaintiff contended that its patent was a 


Ssic patent, likening it to the Wright brothers' invention of 


i} 
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Me airplane (Tr. 5). 

The ‘640 patent involves two basic parts, the optical 
system and the electronic system. The optical system consists 
Meche following, a light bulb over which there is placed a 
M@eatable cylinder. Between these two elements, and in line 
merewith, is what may be designated as the bottle inspection 
Mee. the bottle is positioned between the light bulb and the 
Meatable cylinder. The axis of rotation of the rotatable 
ylinder is imerine wee that of the bottle, The rotatable 
Minder has a reticle fixed therein near its upper end. The 
Meccie is a disc divided into fourteen equally spaced pie 
haped segments alternatively opaque and transparent to light. 
Motor and drive pulley is employed to rotate the cylinder 
Mech carries the reticle. Directly above the reticle there is 
@eed 2 photoceli to receive the light passing from the bulb 
rough the bottle beinginspected thence through the reticle. 
| maewelectronic system consists of a D.C. amplifier which 
eceives umomonaledirectly rrom tne output of Ehe photocell 
Meyoutput signal from the D.C. amplifier is connected both to 
Memeempur Of a first flip-flop circuit and to a gating circuit. 


Meeetest flip-flop circuit is in turn connected to a reject 


ontrol tube. This reject control tube operates a solenoid 
hich mechanically removes a bottle containing dirt from the 
Hee of bottles being inspected. The output signal from the 
@eeng circuit is connected to a second amplifier which is an 
-C. amplifier turned to a particular frequency whose output 


j 
s memcurn fed to a detector circuit, the output signal from 
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Meee tec tOr Circuit 1s connected to the input of a second 
flip-flop circuit. The output from the second flip-flop circuit 
me connected to the input of the reject control tube as is the 
Meee trom the first flip-flop circuit. 

imemaogutcapie cylinder 1S rotated by a motor which in tursn 
Meises a rotation of the reticle housed within the cylinder. The 
total amount of light falling on the photocell in the absence 
Mena particle of dirt is equal to half the amount of light pass- 
@ae through the bottom of the bottle and the lens. This is so 
Mecause half the area of the reticle is opaque to light and 
Meeemeeraisparcnt. This 1s true whether the reticle is rotating 
OY 1s stationary. The electronic system may be viewed as 
including two sub-systems, a D.C. sub-system and an A.C. sub- 
System. Lf the total amount of light reaching the photocell is 
Bees than a predetermined level indicated by the D.C. acceptance 
Tevel line, the D.C. system will retain the presumption and, 
Me cfore, woe bOtule will be rejected. Thie D.C, rejection may 
be cdused by a "large object" in the bottle, a cap being situated 
on Bene crown of the bottle, a Very dark poerle waetaulty bulb 


Deecthe like. 


The A.C. system is necessary to detect the presence of 
a "small dirt particle", even though the D.C. signal level is not 
appreciably reduced by the presence of the'small particle. If a 


| 
b@all particle of dirt is present in the bottom of the bottle the 


mount of light reaching the photocell will vary repetitively as 
che image of the foreign particle will intermittently coincide 
Meeene Opaque and transparent sectors of the reticle. Less 

| 
| aie 


Meet will pass through the reticle to the photocell repetitively 
Meese Particle alternatively appears and disappears in the 
Bransparent and opaque sectors. These repetitive signals are fed 
Meco the tuned amplifier (after first having gone through the 
mec. amplifier and gating circuitry) and results in an A.C. 

Mea! which causes rejection of the bottle. The A.C. signal 

My produced as explained hereinbefore by the repetitve signal 
mom a small particle being scanned by the multi-spoke reticle 
thus producing an A.C. signal of a particular frequency. (See 
eOlumn 4, line 56-60 of the patent.) The particular frequency 
Mach is given by way of an example on the patent is 1,099 

M@eeles per second (rather than 1,199 as is mistakably set forth 
Methe Brief of the appellant, page 60). The 1,099 cycles per 
second is the product of 157 revolutions per second times the 
Mepair of spokes. The outpuce sienal of 1,099 cycles per second 
Meecetected by a detection circuit whose output, if it is above 
a predetermined amplitude, will switch the second flip-flop 
[rom its normal acceptance position state to its reject state. 
he eecond flip-flop cutput in turn will then be applied to 
Meeect tube 4/ causing it to fire (i.e., to become conducting) 
vhen mies bOortle leaves the inspection zone. The firing of tube 


#7 Operates a solenoid which (in a manner not described in the 


Paeent) causes the bottle to be rejected. ‘The output signal 


from the solenoid serves to reset both the first and second 
pmen-ilops to the accept stable state. If no A.C. signal of the 
‘récetermined frequency is detected, the second flip-flop cir- 


‘uit remains in its accept state and the bottle will pass unless 
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Meme trse flip-flop is in its reject state at the time the bottle 
mein the inspection zone. 

Perturbations caused by irregularities in the system will 
mse a photocell to receive alternating current signals of a 
@equency different from that determined by the number of spokes 
My che reticle times the speed of rotation of the reticle. Since 
fe tuned amplifier rejects or greatly attenuates all but the 
Beedetermined frequency to which the amplifier is tuned, the 
med amplifier will only produce an output signal indicating 
sme presence of a particle of dirt and will not produce a 
Signal caused by the bottle irregularities. If a dirt particle 


~s centered in the bottle no rejection will occur as there will 


wt be a signal produced because there will not be a variation 
Meche amount of light as the reticle rotates. 

The above operation of the '640 patent was explained by 
Ion Ryde in his testimony in connection with Exhibits 61 and 
mmeommencing at Tr. 1416, line 24 through Tr. 1467, line 9. 
Meintifi's Exhibits 70 through 79 also help explain the 
eration of the '640 patent as contrasted to the appellee's 
7 and were all testified to by Mr. John Ryde, one of the 
ixpert witnesses called by appellee. 


| C. Operation Of The Appellee's Machines 


A vertically disposed bottle is directed over a light 


Seeeew in this position (called the inspection zone) the bot- 
le is disposed beneath the optical portion of an inspection 
ad. The inspection head consists of a centrally located 


locusing lens which is aligned with the axis passing through 
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meee bottle at the instant in time when the bottle is centrally 
Mecced in the inspection zone. The bottle is moved through the 
M@epection zone during inspection which results in detecting 
pie presence of a dirt particle from anywhere between the center 
Meche bottle up to the edge or periphery of the bottle. 
mecectiy above the lens there is located a rotating mirrored 
fine on the surface of a rotating aluminum cylinder whose axis 
Mm cotation is oblique to the axis of the lens and the bottle. 
Me axis of rotation of the mirrored line intersects the axis 
ye the bottle and lies outside of the bottle. The mirrored line 
$ concave and functions as a lens so that an image of the lens 
ecture and hence the vicinity of the neck of the bottle is 
focused upon the photocell. 

ligeemerrored line is comnected to a motor for rotating 
ame same at 12,000 rpm (200 rps). The mirrored line is a radial 
Meipe 1/32" wide by 15/16" long. The optical axis of the mirror 
mad the rotational axis of the mirror are displaced one from the 
Beecr by a distance equal to the radius of the photocell approxi- 


Meecly 1/8". The offset of the axis of rotation introduces a 


j 


) 
shotocell and the image of the neck of the bottle which are 


Metion along with the fact that the relative area of the 


lifferent, enables the stationary photocell to scan the neck re- 
ion of the bottle, the remainder of the bottle is scanned by 
he rotating mirrored line. 

Peeerical circuitry is provided to receive an output 
t@nal from the photocell and from switch means for determining 


feeract that a bottle is in the inspection zone. In the 
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bsence of a signal generated by the photocell either due to 
Maire particle in the bottom of the bottle or in the vicinity 
£ the neck of the bottle, the bottle will be passed through the 
nspection zone and be deemed a clean bottle. If the bottle is 
ound to contain an object of foreign matter there will be pro- 
uced an electrical signal which will energize the relay which 
etivates the solenoid device which directs the bottle of — the 
onveyor line. 

The plaintiff's machines' electrical circuitry operate in 
he following manner: The electrical signal supplied to the 
ircuitry by the photocell is at each instant proportional to 
he light striking the photocell. All the light striking the 
hotocell arrives via the reflecting stripe on the mirror and 
he mirror is rotating. The instantaneous light striking the 
hotocell is governed by the transmission characteristics of a 
orresponding radial stripe passing through the bottom of the 


ottle. Further, since the light must also pass through the 


eck region of the bottle, the portion of the neck region of 

ae bottle that is instantaneously being viewed by the photocell 
s also determined by the rotation of the mirrored line. Thus, 
ne instantaneous amount of light reaching the photocell can be 
dified by the presence of foreign matter in the neck of the 
o9ttle. When foreign matter is present in the bottle either 

1 the bottom or in the vicinity of the neck region, there will 
sult an abrupt change in level of light received by the photo- 
211 at the instant the reflecting stripe first crosses the image 


- the foreign particle and at the instant the reflecting stripe 
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completes its passage over the particle. The manner in which 
the bottom and neck scan occurs as mentioned hereinabove was 
explained by Mr. Husome in his direct testimony at Tr. 1059 
to 1088, especially in connection with Exhibits 61, 62 and 64. 

A change in the level of the amount of light received by 
the photocell can also occur because of non-uniform transmission 
9f light by various portions of the bottom of the bottle due to 
yarying thickness of the bottle, uneven distribution of the die 
n.the bottle glass, nomenclature and stippling molded in the 
yottom of the bottle and other glass imperfections. These 
mperfections are rather blurred and ill-defined as compared to 
thanges brought about by discrete foreign particles and,hence, 
result in more gradual light level changes (as opposed to abrupt 
ight level changes caused by dirt particles). The electrical 
‘ignal received from the photocell will, therefore, contain 
nformation about the transmission characteristics of the glass 
nd any contents in the bottle either in the bottom or the neck 


| 
hereof. The average level of signal from the photocell would 


ndicate the average transmission characteristics of the bottle 
ottom and neck regions. Any perturbations in this average 
ignal indicate non-uniformity in the bottle as seen by the 
hotocell. Irregularities in the signal from the photocell 
aused by true foreign particles are characterized by parti- 
ularly abrupt changes in the average light level. It is only 
brupt_ changes which effect the SME circuit devices. The cir- 
uit performing this function may be characterized as a slope 


etector. (See Griest's testimony at Tr. 2169). 
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D. Additional Facts In Contravention Of Those Presented 
By Appellant In Its Brief 


il At page 6 in sub-paragraph 1 of its Brief appel- 
lant indicates that the Meyer Mark IV machine incorporates the 
features of the patent in suit. What this fails to state is that 
che Meyer Mark IV machine incorporates certain features of the 
},081,666 patent, one which was in suit but which was sub- 
sequently dropped from the suit, and also the invention by 
wens Illinois for the bottle handling mechanism, the latter 
eing a most important factor in what was subsequently truly a 
ommercially successful machine. It was this bottle handling 
echanism which is not described or claimed in the patent which 
lechanism was designed and patented by the Owens Illinois Co. 
his is supported in the record at Tr. 1057, line 19 through 
We 1058, line 5. 

2. In sub-paragraph 2 on page 6 of its Brief, appel- 
ant states that the Barry-Wehmiller machine employed the same 
oncepts as the '640 patent. This alleged fact is apparently 
resented by the appellant in an effort to lend some credence 
o its concept proving infringement by the appellee of the 
atent in suit through a "derivation" theory. It would seem 
hat whether or not the Barry-Wehmiller machine employed the 
same concept" as does the ‘640 patent,is irrelevant to any 
onsideration of the infringement of the plaintiff's machines. 
learly, the place to try the possible question of TEE ene een 


£ the patent in suit by the Barry-Wehmiller machine, would be 


eh 


ma suit between those parties and not the present litigants. 
dditionally, an examination of Ex. AT and Ex. AU taken together 
ith Calhoun's testimony (Tr. 627-630) shows clearly that no 
‘eticle (regardless of the number of spokes or their shape) is 
mployed in the Barry-Wehmiller machines. 

3. In the first full paragraph on page 8, appellant 
nits Brief states that an Ex. AA was a physical embodiment 
£ the patent in suit. Both Dr. Griest and Mr. Ryde testified 
t the trial that such was not the case. See Griest's testimony 
t Tr. 2111-2119. In particular, attention is directed to 2118, 
ine 16 through 2119, line 2 which reads: 


"THE COURT: Do you agree with any part of 
what he said, I take it to be. 


THE WITNESS: No, I do not agree with it. 
As I say, I am not -- I don't know that I am 
aware of what the demonstration equipment was 
supposed to demonstrate. 
I do not agree as I would understand substantially 
the term ‘substantially. ' 
I would not agree that either circuit represents 
substantially the circuit it was stated to 
represent. 


THE COURT: Allright." 

ttention is also directed to Mr. Ryde's testimony on cross- 
xamination as it bears upon this point beginning at Tr. 1695, 
ine 9 to Tr. 1696, line 12 and also his direct testimony 
ommencing at line 15 of Tr. 1613 through line 20 of Tr. 1623 
nd especially Tr. 1614, lines 20-25 wherein Ryde testified: 

"BY MR. HORN: 
| Q. Would you agree with the statement that 
| the upper circuit, the circuit which is indi- 

cated as being 'LC Tuned' is made substantially 


in accordance with the teachings of the circuit 
shown in the '640 patent? 


A. No, I would not agree." 
Jae 


4. Beginning at line 9, page 9, of the appellant's 
Brief, it states: 
"The examination of the bottle continues 


through the period of time during which the 


center of the bottle is being conveyed. . . 
(emphasis added) 
and it goes on to state in the next sentence: 
"Tt is one of the features of this type of 
Scanning device that the bottle does not have 
to be exactly centered at all times. . ." 
This sort of statement which appears elsewhere in the Brief of 
the appellant, as well as other points discussed in this section 
of appellee's Brief, finds absolutely no support in the patent. 
Whether the machine which the Meyer Company has manufactured 
and sold, designated the Mark IV, in fact incorporates the type 
of mechanism referred to at page 9 of the appellant's Brief, 
should be determined from the patent only. Even if reference 
is made to the testimony in this regard by Mr. Calhoun, it would 
seem that the following excerpt would be of interest (lines 14- 
19 of the Tr. 476) wherein he volunteered: 


"A. Yes, basicaily, because what this allowed 
us to do, your Honor, was to examine the con- 
tinuous field without moving the bottle. As 

you can see, you do not have to'move the bottle, 
and this is basically or almost identical to the 
principle used in the Mark IV bottle inspector 
that is now being marketed."’ (emphasis added) 


5. Commencing with the second full paragraph on page 
‘10 of its Brief (and thenceforth many times elsewhere) appellant 
seeks to draw an equivalence between the term alternating 

| a 


| 


current electrical signal (A.C.) and pulse merely by using 


the terms in the alternative. The basis for such an equivalence 
is not found in the patent. Again, the touchstone for the 
determination of the scope of the claims of the patent in suit 
should be its claims as interpreted in light of the specifi- 
cation, drawing, and file history and not based upon hindsight 

in view of the operation of plaintiff's machines. The equivalence 
of A.C. to pulse (while testified to by the appellant's witness, 
Mr. Calhoun) is certainly not something to be accepted as a fact. 
The non-equivalence of these two types of electrical signals 
especially as they relate to the patent in suit were testified to 
at length by both of plaintiff's experts, namely Mr. John Ryde 
and Dr. Griest. (See Tr. 1504, line l- Tr. 1507, line 25 and Ex. 
92 together with Mr. Ryde's testimony relating thereto, namely 
Tr. 1651-1660; Also see Dr. Griest's testimony on this point, 

Tr. 2098, line 14 to Tr. 2100, line 3). | 

Mr. Williams, one of the co-inventors of the '640 patent, 
whose testimony at the trial was introduced by deposition, 
Meeemried at ir. 1592, line 22 to Tr. 1593, line 19: that 
the plaintiff's machines pulse slope detection operation is 
different electronically from the '640 patent. 

6. At line 1 on page 13 of appellant's Brief mention 
is made of "spatial filtering" as being an important aspect 
Somehow of its invention. Here again, "spatial filtering" is 
not mentioned in the patent either in the specification, the 


claims, the drawings, or the file history. This "fact" should 


eles 


verefore not be considered relevant to any consideration before 
1e Court. 

7. At line 10, page 19 of its Brief, appellant makes 
mtion of another term which does not find any support in the 
ecification, drawings, claims, or file history of the patent 
Meuit. This term is "frequency discrimination." Thus, this 
ipposed fact again is one which is irrelevant to any issue 
this case. 

8. In the first full paragraph on page 21 of appellant's 
ief mention is made of the fact that it took several months 
) provide a system that would operate. successfully. The impli- 
tion seems to be here that Unie Gah gulls centered about the 
anning system. In this connection contrary evidence was pre- 
mted by the plaintiff (see the testimony of Mr. Calhoun, 

*, 476-478, wherein he testified the difficulty centered around 
ie mechanical handling system, an aspect which is not described 


' claimed in the patent and, therefore, had nothing to do with 


e difficulties in connection with the supposed invention 


described and claimed in the patent; also see Wyman's testi- 


ny at Tr. 2349.) Further, in this connection John Ryde 
ef fied at Tr. 1693 that the amplifier system,in particular the 
ning aspect of it, was very simple to design and was routine. 
9. At page 22 of its Brief in eoeepararconn entitled, 
Other Techniques and Alternative Devices Considered and 
sted by the Inventors" appellant makes reference to testimony 
2rein it is claimed that the inventor had tried reticles having 


ly a single transparent segment’ and a single opaque segment 
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prior to filing of their patent application. Williams testi- 

fied that a single spoke had never been tried (his deposition 

at page 91, Tr. 71) and such is not mentioned in the patent; 

and as a matter of evidence, John Ryde testified at Tr. 1538 that 
such is inconsistent with the teaching of the patent and the 

Court so found. Here again, the question should be what is in 

the patent and not what it is that the appellant would like to 
have read into the patent in view of the design of the plaintiff's 
machine. 

10. Toward the bottom of the only full paragraph on 
page 25 of appellant's Brief, appellant states that the San Marino 
machines still have a dead spot in the center. While there is 
no doubt that there was testimony to this effect by the one wit- 
ness presented by the appellant (Mr. Calhoun), contrary evidence 
was presented by the plaintiff-appellee to the effect that it 
does not have a dead spot in the center. Such testimony was 
presented by appellee in the testimony of Mr. Husome at 
mee «1159-1160. 

ll. In the last paragraph on page 28 of its Brief, 
appellant again refers to the supposed equivalence between its 
Ex. AA and the machine of the patent in suit as well as the 
machine of the plaintiff. Not only is such inconsistent with 
the evidence and, therefore, not a fact, (see testimony of 
Mr. Ryde and Dr. Griest mentioned in subparagraph 3 above) but, 
it is submitted that they were so different that plaintiff's 
Witness could have not guessed as to why such was presented by 
the appellant at the trial. (Tr. 2118) 

| SS 


Me QUESTIONS PRESENTED 


A. Whether There Is Sufficient Evidence To Support The 
Reacdine OF The Trial Court That Claims 7-15 And 
i7-24, Inclusive Of The Patent In Suit Are Not 


Infringed By Appellee's Machines. 


B. Whether There Is Sufficient Support In The Record 
To Affirm The Court's Determination That Claims 
fs And 17-24, (inclusive Are Invalid As Obvious 
Minder 39°U.S.C. 103. 
VY. ARGUMENT 
A. Infringement 
ee bat roduction 
Infringement evidence adduced in the trial in support 
the Court's findings of non-infringement as well as other 
ses for supporting the Court's finding of non-infringement 
ll be presented. As an aid to the Court, this presentation 
ll include two tables. The first table is labeled "Support 
The Record For The Court's Findings Of Fact Of Non-Infringe- 
nt.'' The second table will be labeled "Additional Bases For 
firming The Court's Findings Of Non-Infringement." The Court, 
mwecs findings of fact filed October 9, 1967, set forth in 
nding 22 (R. 1947) various bases for its determination of 
n-infringement of certain of the claims at issue, namely claims 
Mees, 20, 21, 22, 23 and 24. The Court stated in this re- 
rd in its findings that it limited its detail discussion to 
ose claims predicated upon defendant's counsel's stated 


llingness to base its case upon certain claims (Conclusion of 


wea, R. 1954). 
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Appellee advanced other bases for non-infringement during 
-he trial and contends that evidence in the record supports the 
jourt's finding of non-infringement with respect to all of the 
slaims at issue, but only those claims which were discussed in 
jletail by the Court are included in both tables. 

Findings on the question of infringement of patents 
onstitute findings of fact and unless they are clearly erroneous 
should not be disturbed. Kim Bros. vs. Hagler, 276 F.2d 259 (9th 
Mrcuit 1960). 

Patent infringement is a "question of fact" and much weight 
hould be attached in determining that issue, to the findings and 
pinion of the trial judge who observed the manner and demeanor 
£ the witnesses andheard them testiiy.. super-Molid) Corp sof 
alifornia vs. Bacon, 130 F.2d 860 (9th Circuit 1942). 

The claims of a patent are the measure of the scope of the 
mvention and it is against the wording of the claims by which a 
ourt should determine if infringement exists. Nelson vs. Batson, 
Meee 2d 132 (9th Circuit 1963). 

While the above is clearly an axiomatic expression of the 
atent law, the appellant in its Brief makes little or no mention 
£ the wording of the claims which it discusses. Instead, an 
ttempt is made by appellant in its Brief to approach the question 
£ infringement in general terms. For example, at page 55 of 
ppellant's Brief the title of the argument section therein 


iscussed reads, 


=202 


"6. The District Court Erroneously found that 

Plaintiff's Machines did not Infringe the 

Intent or the Language Expressed in the Claims" 
mee Brief continues on this point 6 from page 55 through page 71 
without once quoting from a substantial portion of a single 
@ie Of the claims at issue. The grounds for a finding of 
non-infringement for each of the claims discussed in detail in 
finding 22 are here presented, reference being made to the 
"wording of the claims" under consideration. The reason for the 
use of the two tables is that the wording of the claims, when 
referring to the same element, which forms a portion of the 
combination of elements claimed, is not consistent from claim 
to claim. 


2. Support For Certain Of The Court's Findings 
Prefatory To Its Specific Findings Of Non- 


Infringement Of Claims In Issue 


The Court in its findings of fact, made certain 
@endings of fact 5a, 5b, 5c, 5d, 6, 7 and 8 (R. 1939 through 
R. 1941). Support for each of these findings will be pointed 
out with reference to at least certain portions of the transcript 
and the record in this case. For the Court's convenience all 
of the Findings of Fact and Conclusions of Law relative to the 
questions of infringement and validity are to be found in 


appendix A. 


dom Finding of Fact Sa =) Support fer this 1s te 
be found in Mr. Ryde's testimony at pages 1472 and Ex. 73. 


Also, Ex. 92 and Mr. Ryde's testimony at Tr. 1655 through 1660. 
Additionally, Mr. Ryde specifically testified at Tr. 1674, that 


the RC networks in the '640 patent are used as couplers and not 
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Medetterentiators. This was testified to at Tr. 1474 through 
Mme 7 at Tr. 1477. Further, Mr. Ryde went on to further explain 
m detail his reasoning for concluding as he did in this 
Ommection. This commences at line 8 of Tr. 1477 where he 
estified in connection with Ex. 79 through Tr. 1490 where in 
ddition to the other exhibits mentioned, there are introduced 
xs. /8 and 80 which relate to the finding under consideration. 
r. Griest likewise testified to the following effect, Tr. 2110 
g@nes 1/-21: 

"Well, in order to therefore function in the 

303 machine this circuit must be a poor coupling 

circuit or in other words a good differentiating 


circuit. So that this does not work, does not 
couple AC currents in the customary manner." 


Pebimcang Of Fact ob Eimds support in tne record 
y Mr. Ryde's testimony in connection with Ex. 96 which is given 
mec. 1673 through Tr. 1677 at line 15. 

Smeeindine Of Pact JC Sa Suppore 2s) Foundein tne 
ecord at Tr. 990 in Calhoun's testimony that the center of 
otation and axis of rotation are synonymous and also see 
yde's testimony above referred to in connection with support 
Om finding 5b. 

Gree einding Of Hact Sd = suppers for) thas is found 
Methe record in Ex. 54, Calhoun's cross examination at Tr. 922 
nd Ryde's testimony at Tr. 1538, lines 2 through &. Further 
Meport for this is found beginning at Tr. 1538 et. seq. of the 
Eenscript. 

eee binging Of Pact 6 =Secippoct Hor bars slact so 


s found in Ryde's testimony at Tr. 1423 et. seq. and Dr. Griest's 


2206 


Semetronvyeat Tr. 2123, line 18 to line 22 of Tr. 2127 and 2169- 
my 0 as well as Ex. 92 and Ex. 65. 

. ice eon act (= souppert Lor finding of fact 
/ is found in Mr. Ryde's testimony and exhibits testified in 
connection therewith which were discussed in connection with 
mending 5d. 

Ce dine womehack o> Suppore for finding Geis 
‘ound in Ex. 92 and Mr. Ryde S testimony at fv. 1431 Jand Dye 
Meest's testimony at Tr. 2123 regarding the first portion of 
his finding (i.e., A.C. signal of a particular frequency) and 
ir. Ryde's testimony at Tr. 1548 regarding the second portion of 
the finding (i.e., that the reticle must have more than one 


ypaque and transparent segment). 


Seeouppoert in The Record For The Court's 
Findings Of Fact Of Non-Infringement 


eae table Of Elements Of Claims 


M@enent 1) - (See element C of Exhibit 97 
Slaim 7: 


' "optical means for sequentially and cyclically coupling the 
meeneetrom diitferent areas of the bottle to said photocell 
means where the different areas include the center of the 


bottle and progressive portions of the periphery ot the 
bottle ™ (emphasis added) 


Claim 9: 


"rotatable means disposed relative to the container and 
| the first and second means for directing the energy in 

Succession from the first means to the second means 

along progressive segments of the bottom of the bottle 


where the progressive segments include the center oui 


the bottom of the bottle and progressive portions of 
the periphery of the bottle’ (emphasis added) 


Bye 


@ilaim 18: 


"light responsive means including a light coupler rotatable 
on a center within the periphery of the container for 
sequentially scanning different areas of the illuminated 
field where the areas are substantially greater than the 
size of the particles to be detected and include at each 


instant the center and a portion of the periphery of the 
container” (emphasis added) 
Siaim 20: 

Macwareable means Navine a center of rotation within the 
periphery of the container for providing a radiant energy 
through progressive segments of the container in succession 

where the progressive segments include the center and 
roeressive portions of one eriphery of the container" 
(GaarecHe AGED 


Siaim 21: 


"said rotatable optical member including means for sequen- 
.tially coupling information bearing light from different 
areas of the bottle to said photoelectric scan where the 
area from which light is provided at any instant is 
substantially larger than the cross-sectional area of any 
particle of dirt to be detected and includes the center of 


Eiewborele and 4 portion of the periphery of) the: bottlem 
(emphasis added) 


Slaim 24: 


“said disc having alternate radial opaque and translucent 
areas each including the center of the disc and a portion 


of the periphery, said disc being positioned relative to 
the bottle to pass to the photoelectric means the light 
passing at each instant through at least one complete 
translucent area and through a portion of the bottle 


between at least the center and a portion of the 
periphery" (emphasis added) 


Mement (2) - (See element D of Exhibit 97) 
elaim 7: 
"said photoelectric scanning means being constructed and 
disposed to render an alternating current signal output 
when receiving light from a bottle having small particles 


of dirt thereon and being constructed and disposed to 


== 


render a substantially direct current signal output when 
receiving light from a bottle having no small particles 
of dirt thereon, and inspection circuit means coupled 
to said photocell means and constructed to reject a 
bottle when the output is an alternating signal and 
Pietner constructed to reject a bottle when the elec- 
trical signal output from said photocell means is 

below a predetermined level, said inspection circuit 
means being further constructed to pass a bottle when 
the electrical signal output from said photocell means 
is both above the predetermined level and a direct 
current signal but adapted to reject a bottle if the 


output is_an alternating current signal" (emphasis added) 
ilaim 9: 


‘means responsive to the energy passing to the second means 
from the bottle and the rotatable means for indicating the 
presence of foreign particles in the container in accord- 


ance with the occurrence of alternating characteristics 
in such ener at progressive instants of time.” (emphasis 
added 

miaim 18: 


"threshold responsive means electrically coupled to said 
photocell for detecting particular alternating components 
in the electrical signal produced by said photocel 
(emphasis added) 


Glaim 20: 


"converting means responsive to the modulated radiant 
energy from the medium for providing a direct current 
electrical signal indicative of the average transmission 
characteristics of the medium and of any particles in the 


medium and also an alternating current electrical signal 

for each particle in the medium at a particular trequenc 
aideeewamaenitude related towthe size of the particles” 
(emphasis added) 

flaim 22: 


"inspection circuit means coupled to said photocell means 
and constructed to reject a bottle when the output is an 
alternating signal'' (emphasis added 


Mlaim 23: 


"said inspection circuit means including amplifier means 
tuned to a specific frequency range, said range covering 
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the frequency of the alternating current signal output 


rendered by said photocell means when re-receiving 
light from a bottle having small particles of dirt 
therein; said inspection circuit means being further 
constructed to reject a bottle if the photocell output 


is an alternating current signal having a frequenc 
within said specific tune reguency range. emphasis 
added) : 


jLement (3) - (See element F of Exhibit 97 
elaim 9: 
"where the center of rotation of the rotatable means is 
disposed within the area defined by the bottom of the 
container” (emphasis added) 
Slaim 20: 
"rotatable means having a center of rotation within the 
eriphery of the container for providing radiant energy 
through progressive segments of the container in 
succession" (emphasis added) 
elaim 21: 
"a rotatable optical member having a center of rotation 
at a position within the periphery of the bottle," 
(emphasis added) 


Claim 24: 


"means for rotatably supporting said disc on a center 
located within the peri fees oF the bottle bein 
inspecte emphasis adde 


jlement G) - (See element G of Exhibit 97) 


Claim 18: ; 


“where the areas are substantiall reater than the size 
re) € particles to be detecte emphasis adde 


2 6e 


Streaim 21: 
"where the area from which light is provided at any 


instant is substantially larger than the cross-sectional 
area of any particle of dirt to be detected" (emphasis 


aaqade 


lement (5) - (See element E of Exhibit 97 

Claim 18: 
"threshold responsive means electrically coupled to said. 
hotocell for Heeeseine particular alternating components 
in the electrical signal produced by said photocell" 
(emphasis added) 

Claim 20: 


“an alternating current electrical signal for each particle 
in the medium at a particular frequency and at a magni- 


tude related to the size of the particle." (emphasis 
added) , 


lement (6) - (See element A of Exhibit 97 
Silaim 24° 


"said disc having alternate radial opaque and translucent 
areas emphasis added ; 


b. Evidence of Non-Infringement 
lement (1) - (See element C of Exhibit 97 


With reference to this element the table below shows the 
slationship between and the places where these elements are 
iscussed by the Court and found in the claims under considera-~ 


Lon. 
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Sub-Paragraph' of Court's Page in Record 
Finding of Fact 


This element in each of the claims under consideration does 
10t find its counterpart in the SME machines. In order for the 
SME machines to achieve center detection, of necessity, the 
gottle is permitted to move through the inspection zone during 
che inspection interval. Ex. 94 and Ex. 95 were testified to 
xy one of plaintiff's experts, John Ryde; they show that the 
0ttle moves during the inspection interval (Tr. 1667 through 
1673). In addition, Mr. Husome testified that in the SME 
nachines, beginning at Tr. 1059 through Tr. 1060 that: 

"The bottle moves approximately 3/8ths of an 
inch during the inspection interval. 

Thus, the area being inspected by the SME machines, which 
ire coincident with that portion of the mirrored line of the 
cotating mirror, do not include the center of the bottle and 
Irogressive portions of the periphery of the bottle. Instead, 
juring a portion of the look time the periphery of the bottle 
and something less than the center is being viewed, subsequently 
she periphery is not being viewed and something beyond the center 


S being viewed when the center is being viewed, etc. - Thus, at 
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1e same point in time the center and a portion of the peri- 
qlery are not inspected by the SME machine except during that 
afinitely small instant in time when the bottle is exactly 
entered in the inspection zone. 

It is asserted in appellant’ Brief at pages 66 and 67 
fat Ryde testified in effect in favor of appellant at Tr. 
161-1777 on the presence or absence of this element. A 
ireful reading of these pages of the transcript, it is 
ibmitted, refutes this assertion. 

Again appellant at page 67 of its Brief refers in the 
dle of the top paragraph to Griest's testimony at Tr. 2224 
plying support for the entire paragraph. Actually, no such 
ipport is to be found in Griest's testimony as is implied, and 
; pointed out above Ryde testified to the contrary on the 
Mint regarding the absence of this element in the alleged 


ifringing machines. 


ement (2) - (See element D of Fxhibit 97 

With reference to this element the table below shows the 
alationship between and the places where these elements are 
-scussed by the Court and found in the claims under considera- 


mon. 
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Claim Number Sub-Paragraph of Court's Page in Record 
Finding of Fact 


(b) and (c) 1947 
(S) 1950 
(c) 1950 and 1951]. 


(c) 1951 and 1952 
1952 
1952 and 1953 


This element in each of the claims under consideration does 
lot find its counterpart in the SME machines. Unlike the require- 
went of this element of the claims under consideration whereby 
1 signal of a particular frequency is required to produce an 
2lectrical reject signal, the SME machines only reject a bottle 
ipon the determination that a pulse of a particular slope is 
yroduced by the presence of a small dirt particle when there is 
4 coincidence of an image of that particle with the passing | 
shereby of the radial mirrored line on the rotating mirror. 
fhis pulse which is fed to the amplifier in the SME machines 
vill only produce a reject signal if the slope of such pulse is 
of a sufficient predetermined value and the SME machines are not 
soncerned with the magnitude of such pulse. It is not the 
resence or absence of this pulse, but the presence or absence 
9£ a particular slope or abruptness of the pulse which determines 
that a reject signal should be generated. This is entirely 
lifferent from the design required by the element under 


sonsideration of the '640 patent. See John Ryde's testimony 


or 


beginning at Tr. 1423 et. seq. wherein in connection with 
Ex. 65 he explains the operation of the electrical circuit 
in the '640 patent and in his testimony beginning at Tr. 1504 
wherein he states as follows in answer to a question put to 
him: 
"Q Now, does the '640 patent, including its 
file history, in your opinion teach the detection 
of a small foreign particle in the bottom of a 
bottle by the abruptness of a pulse or the rate of 
change of a pulse? 
A Wei” 
This is clear evidence in the record that the '640 system does 
not teach nor do the claims contemplate detection of a small 
dirt particle by the determination of the abruptness of a slope 
or a pulse. Further; it was testified to by Mr. Husome that 
appellee's machines detect the presence of a foreign particle 
fi the abruptness of a slope of a pulse (Tr. 1093 et. seq.) 
and beginning at Tr. 1106 Mr. Husome, in reference to Ex. 65 
in explaining the operation of the electrical circuit of the 
plaintiff's machines, stated: 
"A Yes, I was going to the pink block, 
which-is one of the more important functional 
blocks in the machine. 

The signal that comes from the differen- 
tiating amplifier now, representing the rate of 
change at which the particle was scanned, the rate 
of change at which the particle and the scanning 
line intercepted one another -- " 

In addition, Mr. Ryde testified that rejecting a bottle 


because of the presence of a particle of dirt is determined by © 


sensing the slope of a pulse in the plaintiff's machines, this 
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n connection with Ex. 93 (Tr. 1660 through Tr. 1667) and 
articularly at Tr. 1663 where Mr. Ryde testified as follows: 


"Now we have already demonstrated in 
the 303 amplifier in operation that we do not 
Mave repetitive cycles, that on the first pulse 
eeeejyece the bottle if it is to be rejected at 
all, and this is the difference with regard to 
this particular point in the claim language." 


Gms it 1s clear that it is entirely different from the 
sign required by this element of the '640 patent. John Ryde 
a testifying in connection with Ex. 97 at Tr. 1687 testified 
s follows concerning the distinction between the claim language 
E this element in the claim (he was discussing claim 20 in 
articular) thus lending further’ support to the proposition 
1at this element does not find its counterpart in the SME 
achines: | | 


"Q I would like to read to you a portion 
of Claim 20, commencing at line 57: 


"converting means responsive to the modu- 
lated radiant energy from the medium for 
providing a direct current electrical 
Signal indicative of the average transmis- 
sion characteristics of the medium and of 
any particles in the medium and also an 
alternating current electrical signal for 
each particle in the medium at a particular 
frequency and at a magnitude related to the 
Size of the particle ' 


Does that find its counterpart in the 
SME machine? 


A No, for the same reason I just mentioned. 
Here we have an alternating current electrical 
signal for each particle in the medium at a 
particular frequency. But here we have an 
addition, 'at a magnitude related to the size of 
the particle’. The SME machine does not depend 
on the magnitude of the signal but rather the 
rate of change." 
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Inasmuch as appellant in its Brief has attempted to 
uate this element of the claim relating to the detection of 
a alternating current with the plaintiff's machines electronic 
Lope detection circuit and in this respect relies primarily 
1 the testimony of one witness, Fred Calhoun, it would seem 
propriate to consider the following facts. Mr. Calhoun has 
definite interest in the determination of the validity and 
ifringement of the patent at issue. Not only is he one of 
le named inventors, but he also was the only expert witness 
id for all practical purposes the only witness the defendant 
fesented in the trial. Further, Mr. Calhoun admitted at the 
ial (Tr. 260 of misuse trial) that he was personally receiving 
- the time of testimony between $20,000 to $40,000 per year 
1 royalties from the defendant under the agreement which trans- 
m@ced the patent in suit. In appellant's Brief there are 
sveral instances wherein an Becorne is made to equate alternating 
irrent signal and pulses by using those words in the alternative. 
9ee page 10 beginning in the second paragraph-through the first 
mplete paragraph on page 13 of appellant's Brief, for example). 
1 the point of the equivalence between alternating current as 
3 taught and claimed by the patent in suit and the detection 
me slope of a pulse which is the manner of operation of the 
laintiff's machines much turned upon the manner of operation 


- the LC tuned circuit comprising capacitor 80 and coil 82 
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m the ‘640 patent (see Figure 4 of plaintiff's Ex. 73). Mr. 
menoun testified beginning at line 15, Tr. 819 that it was 
mpossible to employ an LC tuned circuit alone for the purpose 
meachieving the desired goal of selecting a particular 
iternating current frequency indicative of a foreign particle. 
MN cross examination Mr. Calhoun backed off from having said 
hat this was impossible to accomplish by an LC circuit to its 
eing "difficuit" and perhaps 'inconvenient." Based upon the 
estimony of Mr. Ryde beginning at paze Tr. 1690 of the 
@anscript through Tr. 1693 that he sharply disagreed with Mazen 
alhoun even that it was inconvenient; and on so many other 
@ints as to suggest that Mr. Calhoun's prejudice in this. case 
@s a Significant factor in determining what he said. On the 
ther hand, neither Dr. Griest, nor Mr. Ryde had any financial 
Meother interest in the case. (See Tr. 1920 as to Ryde). 
Another important aspect of the testimony regarding the 
elationship operation of the circuit of the patent in cit to 
hat of the plaintiff's machines should be considered. Mr. 
alhoun testified during his direct testimony regarding Ex. 73 
Mat certain RC circuits labeled A, B, C, D and E act as 
ifferentiator circuits in the '640 machines and that such 
ifferentiator circuits serve to "frequency discriminate" 
Oogether with the LC cirmit. This was in an attempt to draw 
h analogy to the several differentiating ROPelEcules= taethe 
laintiff's machines to show that the patent covers the same. 
t Es interesting to note that of all of the RC circuits 


estified to by Mr. Calhoun, namely A, B, C, D and E, that none 


aoe 


_ them were considered important enough to have been described 
. the specification other than to designate them as coupling 
Beuits, in passing. (See the patent in suit at column 5, 
ne 3 through 5): 
Mineroutput of tube 68 is applied to the 
Glzemniating-current amplifier, which 
includés tube 84 and 86, which are coupled 
, in well-known fashion to amplify an alter- 
nating-current signal.” 
ne of the resistor=-capacitor combinations labeled A, B, C, D 
d E by Mr. Calhoun in his testimony in Ex. 73 even have 
mbers on them in the patent drawing. Further, since a good 
rtion of the appellant's case centers upon the sharp contrast 
the testimony of the witnesses for the plaintiff and Mr. 
lhoun, the only witness on iis poune for the defendant, it is 
geested that the trial court properly found for the plaintiff 
his point and should not be overruled unless its finding . 
s clearly erroneous. Ryde testified commencing at Tr. 1467 
ne 11 through Tr. 1477 line 7, that none of the RC circuits 
B, C, D and E drawn in Ex. 73 serve as differentiating cir- 
its. This is an exact contradiction to Calhoun's testimony 
garding Ex. 73 on this point. Within this above excerpt 
Stimony of Mr. Ryde a clear statement to the above effect is 
oted herebelow (Tr. 1474 line 17 through 23): 
"Q Do you agree with the proposition these 
Memmecworks A, B, C, D, E and F --A, By, °C, DD, E, <3 
act as differentiating circuits in the '640 systen, 
in accordance with its teachings? 
A No, I do not. I don't believe an engineer 


would ever use them as differentiating circuits 
within the teachings of the patent." 
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In addition, Dr. Griest, another eminently qualified 
Meresemecoetiied to the same effect at Tr. 2123 line 22 
Meough Tr. 2124 line 4 which reads as follows: 
"Q Does the circuit shown in the 
Calhoun patent and described in the specifi- 
cation disclose or suggest differentiation 
or slope detection? 
A No. | 
Ope sce the RC -= in your opinion are the 
RC circuits shown in the Calhoun patent employed 
for coupling or for differentiation? 
A They are employed primarily for coupling.) 
enin Griest's testimony on this point, see Tr. 2124 line 22 
meen Tr. 2125 line 21. 
In appellant's Brief still another attack is tangentially 
ide on this finding of the Court. In order to contend that the 
Me tuned LC circuit of the '640 patent is equivalent to an 
, network including several RC circuits (whose values are chosen 
y cause differentiation, i.e., slope detection to occur) appel- 
Mt states at page 59 of its Brief: "Plaintiff uses an 'RC' 
reuit in its machine for frequency selection instead of an 
' circuit.'' This sentence in the Brief thus assumes that 
iis equivalent to the other in the context under consideration. 
@ evidence strongly points the other way. Beginning at Tr. 
m™, line 19 through Tr. 1529, line 11, in particular when 
ked if he agreed with Mr. Calhoun's prior testimony that by 
tying the value of an RC tuned circuit he could make it take 


@etly like an LC tuned circuit, Mr. Ryde stated at line 17-21 


Mee. 1528: 
Welcome that iS) not possible; sil is not 
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possible to take an RC circuit such as shown 

Bemeie upper right-hand corner of Exhibit Oo 

and have it have the same frequency charac- 

Mesgtseics as an LC circuit shown in Exhibit 

76."' (emphasis added) 

Strid further to this point, appellant in its Brief still 

page 59 went on in the next sentence to state: 

"In other words, an inductance 'L' in the 

amplifier of the '640 patent is changed 

to a resistance 'R' in the amplifier of the 

San Marino machine." 
t only does the above testimony of Ryde squarely refute Ehis ‘cons 
Mion, but a mere glance at the circuit of the SME machine 
age li of pendix in appellant's Brief) as compared to 
» 73 (the circuit diagram of the '640 patent) shows how 
ry different they are, quite beyond the fact that one is a 
cuum tube and the other a transistor circuit. Also see Tr. 
83-1689 where Ryde testifies with reference to the claim 
nguage giving further his reasons for his opinion that the 
plifier in the’ '640 patent and the appellee's machines are 


Beerent. 


Mumicn()) - (See element F of Exhibit 97) 


With reference to this element the table which follows 
ws the relationship between and the places where these 
ments are discussed by the Court and found in the claims 


Sex consideration. 
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Claim Number Sub-Paragraph of Court .s Page in Record 
Elndine of Pace 


9 (b) 1949 and 1950 
20 (a) 1951 
Dat (a) 1952 
24 | a 1953 


This element in each of the claims under consideration 
es not find its counterpart in the SME machines. Much has 
so made by the appellant in its Brief that its supposed 
wention combination includes, among other things as a 
alient feature thereof, "a centered optical system". This 
geure appears to find itself in the following claims of those 
uder consideration, namely 9, 20, 21 and 24 (the wording in 
ve claims differ from "centered optical system"). The claims 
aii for the center of rotation of the rotatable means as being 
‘sposed in the areas defined by the bottom of the container. 
tile in the claims under consideration the term "center of 
jeation” rather than “axis of rotation" is employed (other 
laims in the patent employ the term axis rather than center 
1en referring to rotation, see for example claim 13) the 
Me center of rotation'is used to modify the term rotatable. 
WViously the rotatable means in the '640 system (See Ex. 61) 

; the lens and reticle, neither of which are contained within 
l@é area defined by the bottom of the container, but instead are 
-Sposed thereabove. To make sense of this term in the claim 


Wereror it is assumed that what was meant to be said is that 
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Meeaxis of rotation rather than the center of rotation is with- 
Meche area defined by the bottom of the container. Support 
@eethis view is found in Ex. 96; there reference is made 
Meepeciftic sections of the file history wherein the applicant 
meough its attorney in advancing the allowability, of what 
ecame claim 20 in the patent, that the axis of rotation was 
mehin the Bee heey Oh Gre hott le being tested. John Ryde 
@egis testimony commencing at line 1, Tr. 1674 through line 15, 
R. 1677 explained why the element under consideration in the 
laims of the patent should be construed as meaning axis of 


Meation of the reticle. 


lement (4) - (See element G of Exhibit 97 

With reference to this element the table below shows the- 
slationship between and the places where these elements are 
iscussed by the Court and found in the claims under 
sideration. 


Claim Number SUb=Paragraphm@or Coure &§ Page in Record 
Finding of Fact 


(a) 
b 


This element in each of the claims under consideration does 
Me find its counterpart in the SME machines. The element under 
mNSsideration states that the area scanned at any instant is 
M@etantially greater than the size of the particle in the 
Smeainer. In fact, in the SME machines the area scanned is 


stermined by the reflecting mirror line. In the SME machines 
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MeeesenOe the Scanned area therefor is 1/32" (the width 

the line) by 15/16" (the length of the line). This is 

tal to 0293 square inches. This was testified to by Mr. 
mome (line 5 through 11 of Tr. 1071). ‘The size of the smal- 
st particle which can be detected by the SME machine is 1/8" 
Beeemeter which is an area of 0.0123 square inches. 

Thus, the area being sanned at any instant is not neces- 
mely substantially greater than the size of the smallest 
merce LO be scanned. In a typical case, the particle is of 
morder of 0.0625 square inches which is greater than the size 
the area to be scanned rather than less which is called for 
this element of the '640 claims. John Ryde testified in 
Mmection with plaintiff's Ex. 97 beginning at Tr. 1679: 

mee this chart is intended to show im 
a concise fashion the various elements of 
Claims that limit the ‘640 patent and 


where they are not found in the SME 303 
machine." 


Meee )) = (See element EF of Exhibit 97) 


With reference to this element the table below shows the 
ationship between and the places where these elements are 
cussed by the Court and found in the claims under 


isideration. 


This element in each of the claims under consideration 
oes not find its counterpart in the SME machines. Ex. 97 
md Ryde's testimony in connection therewith regarding 
iternating current level detection at page Tr. 1679 et. seq. 
s evidence of the non-inclusion of element (e) (which is called 
or by claims 18 and 20 of the patent in suit) from the plain- 
fer's mechs. In addition, Ryde testified that the tuned 
Mecult is level sensitive (See Tr. 1459 line 1 through Tr. 
460 line 19. Also see Ryde's testimony Tr. 1423 commencing 
t line 16, where the witness is testifying with reference to 
m7 o>, through page Tr. 1454 line 23). Also Ex. 77 was 
xplained by Mr. Ryde for purposes todraw an analogy between 
he LC tuned circuit of the patent in suit and a weight and 
geing (plaintiff's Ex. 77) to show that it is necessary to, 
ithin the concept of the '640 patent and as called for by the 
laims at issue, to build up to a certain magnitude or level a 
ignal of a predetermined frequency in order to detect the 
resence of a small particle by the '640 machine. In an exchange 
eeween the Court and the witness commencing at Tr. 1450 line l 
t is clear that the witness' testimony supports the Court's find~ 
ng that the '640 patent requires the build up to a predetermined 


evel or magnitude of the A.C. signal at a particular frequency. 
lement (6) - (See element A of Exhibit 97 


With ceference to this element the table below shows the 


elationship between and the places where this element is 
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‘iscussed by the Court and found in the claim under 


onsideration. 


Claim Number Suo-raragrapi or Court is Page in Record 


Pindgine ot Fact 


This element in the claim under consideration does not 


ind its counterpart in the SME machines. The SME machines 
o not include a scanning means (disc or reticle) having 
Beernate opaque and translucent areas. That is, plaintiff's 
achines, if the mirrored line be considered equivalent to a 
ransparent area, still do not have more than one such area 
nd, therefore, they do not have areas. Support for this finding 
ay be found in plaintiff's Ex. 97 which was testified to by 
Me at Tr. 1679 through Tr. 1681. - Additionally, Calhoun's own 
atent No. 3,283,898, Ex. 54 in evidence, states, commencing 
G@ line 39, column 1 through line 50 of column 1: 

"--though generally satisfactory, has a 

number of limitations with respect to the 

sensitivity of the photoelectric scanning 

means. First, the sensitivity varies 

across the scanning field, being lowest at 

Ememeenter of the rotating reticle, and 

second the overall sensitivity of the 

scanning means is low because the particle 

blocks only a small part of the light from 

the bottle through the reticle. One half 


of the available light is transmitted through 
the reticle because a number of transparent 


sectors are required to a signal suitalbe for 
processing.” (emphasis added) 


yde testified beginning at Tr. 1431 line 2 through the testimony 
n this point at Tr. 1548 line 16 that the '640 patent required 
or its teachings and as called for by the element under 


Onsideration that the reticle have at least two alternate 


Sie 


yaque and translucent areas. The Court aptly summed up Ryde's 
2stimomy between the above pages of the transcript as follows 
= lines 14 through 16 of Tr. 1548: 
"THE COURT: So your point is you want 
to have at least two dark and at least two like 
spokes. 
HE WLEINESS: This 18 correct.“ 


4. Additional Bases For Affirming The 
Court's Finding of Non-Infringement 


a. Table Of Elements Of Claims 
ment (1) - (See Slenaie AvOr Exhabite 97 
Claim 7: 
This element does not specifically appear in the wording 
of the claim. 
Claim 9; 
This element does not specifically appear in the wording 
of the claim. 
ment (2) - (See element B of Exhibit 97 


Claim 7: 


"optical means for sequentially and cyclically coupling the 
light from different areas of the bottle to said photocell 
means where the different areas include the center of the 
bottle and progressive portions of the periphery of the 
bottle'’ (emphasis added) 


Claim 22: 


“optical means for sequentially and cyclically coupling the 


light from different areas of the bottle to Said photocell 
means, emphasis adde 


ie 


mlaim 23: 


"optical means for sequentially and cyclically coupling the 
lieht from different areas of the bottle to said photocell 
means, “ (emphasis added) 


lement (3) - (See element E of Exhibit 97 
Claim 7: 


"inspection circuit means coupled to said photocell means 
and constructed to reject a bottle when the output is an 


alternating signal and further constructed to reject a 
bottle when the electrical signal output from said photo- 


cell means is below a predetermined level, said inspection 
circuit means being further constructed to pass a bottle 
when the electrical signal output from said photocell 


means is both above the predetermined level and a direct 
current signal but adapted to reject a bottle if the 


output is an alternating current signal" (emphasis added) 
Selaim 22: 

"further constructed to reject a bottle when the elec- 

trical signal output from said photocell means is below 

a predetermined level; said inspection circuit means 


being further constructed to pass a bottle when the 
electrical signal output from said photocell means is 


both above the predetermined level and a direct current 
signal but adapted to reject a bottle if the output is 


an alternating current signal even if the average output 
is above the predetermined level." (emphasis added) 


Kement (4) - (See element F of Exhibit 97) 


‘Claim Ls: 
"light responsive means including a light coupler 
rotatable on a center within the periphery of the 
container’ (emphasis added) 


| b. Evidence of Non-Infringement 
Eement (1) - (See element A of Exhibit 97) 


Before undertaking a review of Claim 7 it would be well 
t' mote that this claim of the patent was originally designated’ 


4 Claim 24 in the continuation application (Ex. 41). It. was 
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meyeeted in the first office action by the Examiner and was 
allowed in the second office action after amendment to the 
slaim was made at page 367 of the file history. 

In the discussion of Claims 23 to 26 of the continuation 
pplication (therefor including Claim 24 which ultimately 
vecame Claim 7 of the SH) ane attorney for Meyer stated in 
the file history at page 374: | 

welaim 23 to 26 inclusive, are allowable 
over the references for substantially 
the same reasons as discussed above with 
respect to claims 15 and 21 inclusives! 

In discussing Claims 15- -21 at pages 373 and 374 of the 
ile history, the attorney for the Meyer company states that: 

"None of the references discloses a system 

including scanning means having a member 

with alternate opaque and translucent 

areas--"' | 
his latter limitation does not find itself in Claim 24, but must 
e viewed as in effect being present by application of the 
octrine of "file wrapper estoppel". (See the trial court's 
Bee lusion oreiaw 19, R. 1957). It should further be pointed 
tat that at page 374 of the file history the Becouney stated, 

"None of the references disclose a system in 

which the progressive areas are scanned where 

the progressive areas include the center and 

progressive portions of the periphery of the 

bottle, applicant obtains increased and simpli- 

fied structures relative to the System discussed 


in the references including the system discussed 
by Stoate." 


eA Se 


Blement (2) - (See element B of Exhibit 97 
In attempting to persuade the Court that this element of 

the claims does not find its counterpart in the SME machines, 
praintiff eat had to make a determination as to the meaning 
of this element ("sequentially and cyclically. . ."') as there 
tS no reference to. it either in the specification of the patent 
‘n suit, nor in the file history. In Ex. 93 appellee presented 
yhat it believed to be a reasonable interpretation of the 
imbiguous language; as thus construed it shows that it does not 
:over the operation of the SME machines. To the extent that 
che term can be understood, it appears to require that the 
-eticle rotates at least 5/7 of a revolution (with a 7 spoke 
-eticle). Even if it be conceded that the mirrored line of the 
}ME Pechines is equivalent to the '640 machine after one 
tevolution of the mirrored line; the subsequent scanning infor- 
nation isirrelevant. Again, this is pointed out in Ex. 93 and 
tyde's testimony, Tr. 1660 to Tr. 1665. Indeed, the Court after 
fying had it pointed out that this element had no counterpart 
nthe specification stated at Tr. 1665 lines 15 through 17 as 
Bilovs: 

") , .and I am going to serve notice that I am 

going to ask somebody for your interpretation of 

what sequentially and cyclically means." 
‘tis submitted by appellee that that challenge was never met by 
the appellant and that the Court ought to have found the absence 
9§ this element in the SME machines called for by each of the 
:laims which includes it; therefore, it is another basis for 
jhowing avoidance of infringement with respect to the claims of 
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the patent in suit. 


Element (3) ~- (See element E of Exhibit 97 

The trial court made no specific finding of the presence 
for absence of this element in Claims 7 and 22. However, this 
element clearly appears in these two claims as may be readily 
seen from the claims themselves and by reference to Fx. 97. 
This element does not find its counterpart in the SME machines 
and the reasons therefor are discussed in appellee's Brief at 
pages 40 and 41 in connection with the argument regarding 
element 5 of the table entitled "Support In The Record For The 


Court's Finding Of Non-Infringement."' 


Element (4) - (See element F of Exhibit 97 

The trial court made no specific finding of the presence 
or absence of this element in Claim 18. However, this element 
ilearly appears in the claim as may be readily seen from the 
@faim itself and by reference to Ex. 97. This element does not 
find its counterpart in the SME machines and the reasons there- 
i'for are discussed in appellee's Brief at pages 37-39 ia corn= 
nection with the argument regarding element 3 of the table 
entitled "Support In The Record For The Court's Finding Of 
Non-Infringement." 

5. Scope To Be Afforded To The Claims 

The appellant has argued that the trial court should 


have given broader coverage to the claims in suit. Appellant 
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contends that ''single spoke reticles" (appellant's Brief page 
55) and "RC circuits" (appellant's Brief page 59) were used 

by the inventors of the '640 patent prior to filing their 
application at the Patent Office. It should be stressed that 
all the evidence introduced on these points at the trial come 
from Calhoun, one of the patentees and a financially interested 
party in the present litigation. 

The Court, however, acting fairly and with prudence 
analyzed the defendant-appellant's contentions and came to the 
conclusion that the language of the patent and file history did 
not support a broader invention than that disclosed and claimed. 
Ryde testified as an uninterested witness as to why single spoke 
reticles (Tr. 1548) and differentiating RC networks (Tr. 1467) 
were not within the contemplation of the '640 patent. In fact 
Calhoun himself in his patent No. 3,283,898 at column 1, lines 
47-50 (Ex. 54) indicates that his machine would not operate satis- 
factorily with a single spoke reticle. As far as the equivalency 
feekG and LC circuits, Ryde (Tr. 1528) and Griest (Tr. 2272) 
clearly testified that differentiating RC circuits and tuned LC 
circuits are not interchangeable in the Calhoun and San Marino 
machines. In fact Ryde (Tr. 1528) testified that the Calhoun 
device would not operate with an RC circuit. The appellant cites 
ime Neff Instrument Corp. v. Cohu Electronics, Inc., 298 F.2d 82 
(9th Circuit 1961) for authority that LC & RC circuits are equiva- 
lent. The Neff case made no such finding; it stated at page 89: 
"LC and RC filters are both capable of doing the same job." 


(emphasis added)The above-mentioned testimony by Griest & Ryde appa 
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the position that LC and RC circuits are not equivalent. For 
example, one cannot replace an LC tuned circuit, as used in the 
"640 patent, with the RC differentiating circuits used in the 
appellee's machines. (Tr. 1528, 2272) The present case does not 
deal with filters and, therefore, the Neff case is not applicable. 
The patent discloses selection of an A.C. signal of a particular 
meequency by a tuned circuit (LC). (Ex. 10 column 4 lines 54- 

60 and Ex. 92) The claims must be interprted in light of the 
specification. 

A patent and its scope must be limited to some discernible 
standard. A patent is a legal document, in the form of a con- 
tract, which contains claims that define the patentee's monopoly. 
[The public is entitled to know what area of technology is within 
the patent monopoly grant and what area is available to them to 
advance the state of the act. The Courts have long held that 
the claims of a patent define the scope of the patent grant. 
(Universal Oil Products v. Globe Oil & Refining Co., 322 U.S. 471) 


In Stallman v. Casey Bearing Company, Inc., 244 F. 2d 905, 
708 (9th Circuit 1955) cert. denied 355 U.S. 864 the Court stated: 


‘It is the claim, of course, which measures the grant to the 


Datentee."' 


In Del Francia v. Stanthony Corp., 278 F.2d 745, 745 (9th 
tircuit 1960) the Court said: 


"The general rules of patent claims construction 
are well.settled. A patent is thus construed as a 
contract, with the intent of the parties uppermost 
so as to give effect to their legitimate expectations 
xkkkkk The claims are a measure of the monopoly 
granted to the inventory, --- and they can never be 


broader than the invention disclosed to the public. 


-49- 


Finally, the specification and drawings must be 


looked to in order to properly grasp the invention 
or explain any ambiguity in the claims. The speci- 


fication may not be used to enlarge any claim, 


but can be used to limit any claim." (emphais added) 


Mee 4>.) the Court continues: 


b« » -Lt the doctrine of equivalents is to apply, 
it is well to bear in mind the classic definition 
which requires the accused device to perform sub- 
stantially the same function in substantially the 


Same way to obtain the same result as that claimed 


for the patented items." 


The trial court correctly interpreted the claims of the 


640 patent in finding that a single spoke reticle and RC network 


or use in differentiating circuits were not within the. scope 
meene claims and were not described in the specification. 


urthermore, the doctrine of equivalents did not apply (Con- 


lusion of Law 21 R. 1958) because as discussed above, the 


ingle spoke reticle and RC networks used by the San Marino 


‘achines did not function and could not function _in the same way 


© obtain the same results as taught by the '640 patent. 


Also, Griest testified that the functions of the San Marino 


tachines and the '640 machine were "substantially dissimilar" and 


hat "They accomplish their purpose by dissimilar means." (Tr. 


099-2100) 


Therefore, any attempt to equate the overall 


eration of appellee's machine with that taught by the '640 


jatent under the doctrine of equivalents is unfounded. 


The appellant was able to broaden the claims of t 


jatent by means of filing a continuation application. 


he '640 


The claims 


jecesented in the continuation attempted to cover machines then 


a the market and not within the scope of the claims originally 
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‘resented. The appellee had contended that such claims were 
Johnny Come Lately" claims and should have rendered the patent 
‘avalid. However, in any event to allow appellant to make his 
daims even broader by reading on structure not disclosed any- 
mere in the patent or file history would be inequitable to the 


blic interest. 
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pe Validity 
eee ineroduction 

mae DISErice Court correctly found that the claims 
n issue were invalid as not meeting the statutory requirements 
moo U.S.C. 103. 

In order for a patent to be valid, the invention 
ust be new, useful and unobvious. (35 U.S.C. 101, 102 and 103). 
ae Court determined that the Calhoun patent, U. S. Patent No. 
, 133,640, contained claims which were invalid as being obvious 
meer 35 U.S.C. 103. The claims the Court found to be invalid 
ere Claims 7-15 inclusive and 17-24 inclusive which were all 
he claims at issue before the District Court. 

eeeu.S.c. 103 reads as follows: 

"A patent may not be obtained 

though the invention is not identically 

disclosed or described as set forth in 

section 102 of this title, if the 

differences between the subject matter 

sought to be patented and the prior art 

are such that the subject matter as a 

whole would have been obvious at the 
‘ time the invention was made to a person 
having ordinary skiil in the art to which 
said subject matter pertains. Patent- 
ability shall not be negatived by the 
manner in which the invention was made." 
. The following discussion presents some of the 
Spport in the record for maintaining the Court's finding of 
ivalidity as well as the case law that has developed in 


Gterminins the relevant prior art, obvioysness, and the weight 


t\ be accorded to the trial court's determination of invalidity. 


4 


t 
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2. Analogous Art Question 


Tre Court determined that "The nature of the art 
@ are here concerned with is the detection of foreign objects 
n a field of view by electro-optical techniques, rather than 
eing limited to the bottle inspection field." (Finding of Fact 
mR. iS 

The Court also found that electro-optical systems for 
he detection of objects in the sky, detection of material 
oving on a conveyor, detection of the presence of objects 
oving on the ground, and detection of objects in a container, 
Jl are systems which reside in an analogous art, and such 
ystems employ Similar elements in a similar relationship for 
. Similar purpose. (See Finding of Fact 10; R. 1941-1942). 

These Findings of Fact by the trial court are 
ipported by the weight of evidence and testimony before the 
MQurt. It is quite clear that technically trained people are 
it limited to the use of scientific principles to accomplish 
Meecic end use (e.g., bottle inspection). Therefore, the 
Ontention by the Appellant (Appellant's Brief, page 37) that 
he only field of pertinent art is the bottle handling field is 
éroneous and not supported by the weight of authority in this 
Mrcuit or any other Circuit. 

For example, in Stearns vs. Tinkex and Rasor, 220 


B2e49 (9th Circuit, 1955) at 56-7, the Court said, 


| =532 


"The rule laid down by many of the 
authorities is that whether arts or 
uses are analogous depends upon the 
Similarity of their elements and 
Barposes. it iS Said that if the 
elements and purposes in one art are 
related and similar to those in 
another art and because and by reason 
of that relation and similarity make 
an appeal to the mind of a2 person 
having mechanical skiil and knowledge 


oL the purposes of the other art then 

Such arts must be said to be analogous; 

and if the converse is true, they are 

not analogous." (Emphasis added) 

In Aerotec Industries vs. Pacific Scientific Co., 
Meee 2d 7/95 (9th Circuit, 1967), the Court stated after 


eviewing the similarity of the devices involved, 


"We cannot believe that if Appellee's 
Skilled engineers, knowing nothing at 
all about trolley catchers or the 
trolley catchers patents, had devised, 
for holding a man in his seat in an 
airplane, the precise type of reel and 
mechanism described, say, in Ham, they 
could get a valid patent on 1€. Yet 
that is what Appellee's argument amounts 
to. As the Supreme Court said in 
Graham vs. John Deere Co., 383 U.S. 1 
at 36; . 
Mitaisc qiso irrelevant that 
no one apparently chose to 
avail himself of knowledge 
stored in the Patent Office 
and already available by the 
Simple expedient of conducting 
@ patent search -- a prudent 
and nowadays common preliminary 
| Eo well organized research. 


The appellant contends that the only field of pertin- 
Mt art is the bottle inspection art (Appellant's Brief, pgs. 42- 
oe This type of reasoning does not agree with the manner in whicl 


chnical problems are solved. Scientific principles lend themselve: 
, 
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exploitation by skilled men in any art and there can be no 
artificial classification of relevant art by reference to a 
meeticular type of end use. 

The Patent Office realizing that men skilled in the 
farious arts solve problems in different technical ereas by the 
itilization of the same scientific principles classifies patents 
in areas that utilize the same essential functions. 

Mice Index to Classification printed by the Ua Ss. 
Jepartment of Commerce (Patent Office)at page I, dated July, 
1967, the following is stated, 


"As all patentable law or instruments 
meceereated £0r an ulterior utility, 
the characteristics selected as the 
masts of classification 1S that of 
essential functions or effect. Arts 
or instruments having like functions, 
producing like products, or acnievin 


like effects are brought together; 
BU the ctunctions or effects that serve 
mona Dasis of classification must be 


proximate or essential, not remote or 
accidental." (emphasis added) 


n the Appellant's brief at page 40, it is stated, 


"Plaintiff did not introduce any 
' evidence through plaintiff's 
. experts Husome, Ryde and Griest or 
through plaintiff's cross-examination 
of Caihoun, to show that the two 
fields are analogous. In the complete 
absence of any such evidence and their 
obvious remoteness from the business 
standpoint, Appellant submits that the 
District Court erred in considering 
the missile and star tracking 
technology as relevant prior art to 
a bottle inspection patent." (emphasis 
added) : 


Mee liant Ss statement is contrary to the record. Ryde at 

mee 2-1591, and Griest at Tr. 2333-2334, 2150-2151 both 
estified ena the problems to be solved with respect to bottle 
nspection make use of basic principles that are catagorized 
@eeerecero-Optical techniques. At Tr. 2334, Dr. Griset testified 
sto what a group of engineers at Highes Aircraft Co. thought 
pout the similarity of the technologies involved. The following 
S an excerpt: 


"The subject of our conversation was 
Mr. Williams leaving the company, and 
we were joking about the fact to us it 
was completely obvious. If you could 
find an airplane in the sky you could 
certainly find-a piece of dirt in a 
bottle by the same technology. The 
subject of the joke was not the 
@uecticuity, the fact it was not 
obvious to us, but it was, rather, that 
it was sort of like breaking a peanut 
. with a sledge hammer." 


i Tr. 2150-2151 Griest testified be follows: 


"Q. (Roston) Now, would you expect 

an engineer of ordinary skill in the electro 
optical scanning and detection art-in 

1957 to be able to adapt the system 

of Biberman to inspect bottles if given 

the problem? 


A. (Griest) I would. I have tried 

to use language which indicated the way 
I think most engineers would think 
about this. A circuit engineer, at 
least an engineer interested in’ physics 
rather than the particular application 
would judge this to be a device-- 


THE COURT: Indicating the Biberman 
device. 


Die oWITNESS: (Griest) -=the Biberman 
device--to be a way of responding to any 
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anomaly in the field of view, and I don't 

think it would matter much whether the 

anomaly was an airplane in the sky or a 

Beoe 1m the bottom of a milk bottle if it 

were in the field of view of the device, and 

then it would seem to me that an engineer 

who did understand this would think if it 

were Suggested to him, that he look at the 

moEcte problem--I think one of the things 

he’might do after he read the prior art 

would be to say to himself, ‘Why not put 

the Biberman device so it will look down 

the neck of the bottle and then make the 

corresponding changes which would adapt 

it to this requirement? '" 

As pointed out above in the statement from the 
ix to Classification, the arts are classified by like 
Mmeetons Or like effects. The trial court correctly found 
sed on the evidence introduced that the problem to be 
slved was not unique to “bottle inspection" but was rather 
part of the more general technical area concerned with the 
Weection of objects in a field of view by electro-optical 
“chniques. The above testimony of Ryde and Griest and other 
“idence which will be discussed below indicate that the Court 
joperly defined the scope of the relevant prior art. 

The File History (Ex. 41) cf the present patent at p. 455 
t 
Wicates the areas searched by the Patent Examiner, who may be 
sidered as a man skilled in the art. The fields examined 
\the Examiner are listed below: 

Class 209 Classifying, separating and 

assorting solids 

Class 250 Radiant energy 

Class 88 - Opties 


Class 340 Electrical communications 


t is also interesting to note, for example, that the Gullikson 
atent (Ex. 120) and Bibexman Patent (Ex. 49) are 
lassified in the same class, namely Class 88 Optics, yet the 
ullikson patent deals with bottle inspection and the Biberman 
men the location of an airplane in the sky. 
The Patent Examiner in performing his search (see 
ages 361 and 402 of Ex. 41) cited references having the 
ollowing titles: 
“Photo Electric System" - U. S. Patent No. 2,016,036 (Ex. 43B); 
"Apparatus For Deteching Foreign Bodies in Transparent 
Vessels" = UemecemePatcent NOwe2z 0947.67 7e(hx. 6450): 
Photoelectric Inspection Device", U. S. Patent No. 3,395,482 
(ix. 43D); 
“Photoelectric Sizing Mechanism" - U. S. Patent No. 3,415,174 
(Ex. 43E); | | 
Bimlgcerenic Inspection Apparatus" - U. S. Patent No. 2,798,605 
(Ex. 43F); | 
_ "Radiant Energy Sensing System" - U. S. Patent No. 2,820,906 
(Ex. 43a); | 
“Target Scanning System" - U. S. Patent No. 2,931,912 (Ex. 43 H 
"Diffraction-Type Interrupter" - U. S. Patent No. 2,956,170 
(Ex. 431); and, | 
"Goniometer With Image Analysis By Frequency Modulator" - - 
U. S. Patent No. 2,967,247 (Ex. 43J). | 
As can be seen from the above list of titles, the 
Prtinent art area is much broader than appellant contends. In 


Bee, all the patents deal in general terms with scientific function 
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‘and effects and not uSually a single type of application. 

Further, the Examiner contended throughout the 
prosecution of the '640 patent (Ex. 41, pages 402-403) that all 
the,art cited was pertinent and the claims presented had to be 
construed in view of the art cited in order to advance the 
prosecution of the case at the Patent Office. 

It is also interesting to note the actual areas 
from which the art cited by the Examiner was found. In the'U. S. 
2atent Office Classification Definitions" the areas in which 
yertinent art was found were defined as follows: Class 209, 
subclass 11l (Ex. 41, page 361): 

"Methods and means under subclass 72 

for automatically assorting articles 

according to color. Generally such methods 

and means involve the effect of light 

reflected from or transmitted through the 

respective articles upon selenium cells. 

SEARCH CLASS - 

250, Radiant Energy, subclass 42+, 


especially subclass 50+, for methods and 
apparatus for subjecting objects to the 


effects of radiant ener rays and 

Subclass 200+ for photocell electric 
circuits and photocell apparatus, 
particularly subclass 226 for photocells 
which respond to the color of light objects 
and subclass 223 to photocells which sense 
objects traveling on a conveyer or chute." 
(Emphasis added) : 

Class 250 subclass 233 (Ex. 41, page 361 of File 

istory): 

"Subject matter under subclass 232 in 

which the means for intermittentl 

interrupting the optical path is a 

rotary element.'' (Emphasis added) 

(Note: Subclass 232 is defined as 

"subject matter under 229 having means 

for intermittently interrupting the 

optical path between the light source 

and photocell in a repetitious cyclic sequence.") 


2562 


Class 88 (File History pages 402 and 455) is defined as follows:.: 
"This class includes all instruments 
(and their accessories) for aiding or 
testing vision and for projecting 
images upon surfaces internal to the 
instrument; also, astronomical and 
surveying instruments in which vision is 
employed for accurate alignment and other 
devices or methods involving reflection, 
refraction or chromatic effect which are 
not so closely related to other arts 
that they should be classified elsewhere." 
From the above definitions it would be obvious to 
me skilled in the art to consult patents such as Biberman (Ex, 49) 
ind Jones (Ex. 112), for example, to solve problems in the field 
if optical detection of objects. Biberman is classified in Class 
‘8 XOptics) and Jones in Class 250 (Radiant Energy). 
| It is obvious from the Examiner's contention, the 
rt cited and the areas searched that the Patent Office 
onsidered the relevant prior to be the detection of objects by 
lectro-optical techniques (Ex. 41, pages 402-405). No mention is 
ade in the definitions of the areas searched of either "bottle 
nspection" or "missile and star tracking". All the definitions 
ce concerned with means and methods for acconiplishing a given 
‘mction or accomplishing a given effect. 
Calhoun's notebook (Ex. I, pages 41 and 42) shows a 
Dtation made by Calhoun himself Suggesting that the basic electro- 
Otical system used in the Falcon missile system would he apropos 
6 a solution to the problems presented by the bottle inspection 
nchine he was then working on (Tr. 765), Further, all the inventor 


Glhoun, Williams and Wyman, came from Hughes Aircraft Co., Guided 


Mssile Division, and each was involved in some way with the area 
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of missile tracking and related areas. (lice 9;, Misuse fr. 171) 

The inventors investigated scanning systems from many 
fields other than bottle inspection (Tr. 232, 253) which strongly 
Support the propositionsthat technological problems are solved 
by making use of general scientific principles and men skilled in 
the art do not confine themselves to the narrow limits of a 
single industry. 

Attention is also directed to Exs. 55, 56 and 57 where 
in Ex. 55 George Meyer (president of the Defendant-Appellant) 
wrote to Calhoun questioning the possibility of the anticipation 
of Calhoun's patent by an article presented in the IRE Journal 
(Ex. 56) dealing with "Infrared Search System Design Consideration 
Calhoun answered Mr. Meyer's letter in Exhibit 57 in which the 
discussion deals with "scanning systems", “optical scannexs' and © 
"infrared techniques". In Ex. 57 it becomes quite clear that 
Salhoun considered the technical areas concerned with the "640 
2atent to be "scanning systems", “optical scanners" and ‘infrared 
zechniques" and nowhere is there any discussion that the infrared 
search system described in the article (Ex. 56) could not be 
hpplied to the bottle inspection field. ‘In fact, the question of 
inticipation by Mr. Meyer well indicates that the use of infrared 
earch systems were certainly related to the system described in 
he '640 patent for detecting particles in a bottle. As far as the 
ecord shows, Mr. Meyer was not a man of extraordinary skill in th 
rt of missile and star tracking or even in infrared techniques, 


ut rather he would be considered as a man with just ordinary skil 


n the art. 
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Therefore, contrary to the Appellant's assertion that 
here was not any evidence to show that the two fields are 
nalogous, the testimony of Ryde and Griest, the File History 
f£ the application of the '640 patent, the contention of the 
atent Examiner, the correspondence between Meyer and Calhoun, 
nd the IRE Journal article on infrared search systems all 
ndicate that the relevant field of art to be considered is that 
the detection of objects in a field of view by electro- 
wtical techniques and the Conclusions of Law 5 and 6 (R. 1954- 
955) of the Trial Court are clearly supported by testimony and 
tther_ evidence. 

Although a great deal has been said with respect to 


ne question of "analogous art," 


it should be clearly understood. 
at even within the narrow field of "bottle inspection" Stoate 
British patent 517,229) and the RCA machine (Schell U. S. Patent 
b. 2,439,490 and Weathers U. S. Patent No. 2,192,568) teach 
.1 the elements contained in the '640 patent. See Exhibits 
maeic2 and 107.- Also, the U. S. Stoate Patent No. 2,100,227 
i; pertinent since it teaches the same basic concepts as the 
ptent in suit and is directly related to the bottle inspection 
feld. Further, if the patent is construed in the manner advanced 
2 appellant, Claims 8, 12, 13, 19, 20 and 24 would be anticipated 
2 Stoate '229 alone under 35 U.S.C. 102 (b) which provides: 
- (b) the invention was patented or described 

in a printed publication in this or a foreign 

country or in public use or on sale in this 

country, more than one year prior to the date 


of the application for patent in the United 
States, 
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The Patent In Issue Is A Combination Of Old Elements 
Pees, tnerefore, Subject To The “Severe Test" Of 
Patentability . 

The Court found in Finding of Fact 16 (R. 1945) that the 
atent in suit is a combination patent and in Conclusions of Law 


Meena 10 (R. 1955-6) set forth the strict standard and scope 


i) 


0 be given to combination patents which merely unite old elements 


mth no change in their respective functions. 


igmocnt ley vs. sunset House Distributing Corp., 359 F.2d 
Memec9th Circuit, 1966), the Court stated, 


"In assessing the ge Sele of combination 
patent, we are to supply a ‘severe test' whether 

the whole in some way exceeds the sum of its 
parts' to produce ‘unusual or surprisin 
consequences from the unification of the 
elements. ..' A & P Key Company v. Supermarket 


E@uioment Co., 1950, 34 U. oe if at Loz, 
sya. P.O. 303, 305-306. (emphasis added) 


In Jeddeloh Bros. Sweed Milis, Inc., et al vs. 
Memmvanufacturing Co., 375 F.2d 85 (9th Circuit, 1967), 
Apellate Court reversed the holding of validity of the trial 
quxt and reviewed the Graham v. John Deere Cone: 3827s ae 


ad acknowledged the emphasis placed by the Supreme Court on the 
4 

uobviousness criterion OF B55, Ca tO wees SCated- 

\ 

"The principles of patentability as summarized 
above, are to be applied with special strict- 
ness in determining the patentability of 
combination patents. In Great Atlantic and 
Pacific Tea Co. vs. Supermarket Equipment _ 
wempe, O40 U.S. 147, i151, > Ov Use 20 
eee 305, the Court. . .pointed out that 
the conjunction known elements must 
contribute something, and that only when the 

whole in some way exceeds the sum of its 
Parts is the accumulation of old devices 
patentable." 


pce 


n Santa Anita Mfg. Co. vs. Lugash, et al. 369 F.2d 964 (9th 
Meeuit, 1967), the Court noted that the patent in question was 
or a combination of known elements and states the issue to be, 


"Under what circumstances is a combination 
of known elements patentable as an invention?" 


‘ae opinion then acknowledges 35 U.S.C. 103, and goes on to note 
fat as to "Combinations of old ideas, the courts have already 
cated the law.'' The Court then continued: 


"It is apparent from the record and findings 
that the trial court tested patentability by 
eageebequirements of 35 U.S.C. 103, the test 
of obviousness. . .Unquestionably these 
Statutory requirements are prerequisite to 
the issuance of any patent." Graham vs. 
John Deere Co., 383 U.S. lL. But in the 
Special case Of combination patents, ''The 
severe test'' referred to in Bentley vs. Sunset 
House Distributing Co., supra must also be 
applied and satistied before a combination 
patent can be recognized. . .it is obvious 
from the authorities cited above that the 
test of the new function must be met or 

the patent is invalid." (Emphasis added) 


i 


i M.0.S. Corp. v. John I. Haas Co., Inc., 375 F.2d 614 (9th 


(reuit, 1967), the Court stated, 

| "Court should scrutinize combination patent 
claims with a care proportioned to the 
difficulty and improbability of finding 

| invention in an assembly of old elements. 
The function of a patent is to add to the 
sum of useful knowledge. Patents cannot 

be sustained when, on the contrary, their 
effect is to subtract from former resources 
freely available to skilled artisans. A 
patent for a combination which only unites 
old elements with no change in their 
respective function, which as is presented 
here obviously withdraws what already is 
known into the field of monopoly and 
diminishes the resources available to ; 
skilled men. This patentee has added nothing 
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tot the total stock of knowledge, but has 

merely brought together segments of prior 

art and claims them in congregation as a 

monopoly." 

It is, therefore, clear that under the authorities 
»>ted above, that the court correctly determined the question 
) validity. The Court applied the tests set forth by the 
3preme Court and the tests espoused in the most recent 
icisions of the Ninth Circuit and found that the elements of 
“e '640 patent were all old in the art and that the combination 
) the old elements was invalid for lack of invention over the 
ylor art. The elements combined did not produced any 
rusual or surprising results. In applying the test for 
-mbination patents, the Trial Court correctly stated; 

"A patent for a combination which only 

unites old elements with no change in their 

respective functions,. . .obviously withdraws 

what already is known into the field of 


its monopoly and diminishes the resources 
available to skillful men." 


Bomienco. VS. American Air Filter Co., Inc. 
318 2d 500, 503 (Conclusion of Law 9, 


ee 
blo 56) 


The Court's conclusion is supported by solid evidence 


td should be affirmed. 


_ 4. The Trial Court's Findings With Respect to Invalidity 
| should Be Given Great Weight 


Whether validity is a question of law, or fact, in the 
ia Circuit appears to be in doubt but in any event the Trial 
Waxrt's findings are entitled to great weight. In Container 
itporation of America vs. M.C.S. Corporation, 250 F.2d 704 at 


9 (9th Cir., 1957), the Court stated that validity was a question 
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Qeetact and stated: 


"In summary, this court has consistentl 
held that the question of validity of a 
claim of a patent is one of fact. The rial 
judge's finding of no invention is entitled 
to great weight, and this court will respect 
Swen Findings unless we find them soleanly, 
erroneous. 

The findings of the trial judge are 
solidly supported by the evidence, and 
obviously are not ‘clearly erroneous.' It is 
our clear conviction that the device patented 

relates to a combination of old elements, 
which combination could have been produced 


by any reasonably competent person skilled 
ieethe art.'" 


In Stauffer vs. Slenderella system of California, Inc...) 2549p 2d 
127 (9th Circuit, 1957), 115 USPQ 347, the Court said: 


"The findings of a judge upon novelty, 
utility and invention are entitled to great 
weight when made after trial of these issues. 
This Court will respect such findings unless 
the record shows these to be ‘clearly 
erroneous.'" 


IipHensley Equipment vs. Esco, 375 F.2d 432 (9th Circuit, 1967), 


the Court considered obviousness a question of law and said: 


"The obviousness or nonobviousness of 
the subject matter of a patent presents a 
question of law. National Lead Products 


Company vs. Western Lead Products Company, 
Ear Glr., Ree2d ; = 


> 

ilieoe’.Q. 4, 6. However, that legal 
uestion is to be determined against a 
eras background, with particular 
emphasis on three considerations, namely: 
the scope and content of the prior art, 
the differences between the prior art 
and the claims at issue and the level of 
ordinary skill in the art." 


See also, Monroe Auto Equip. Co. vs.: Superior 


Industries, Inc., 332 F.2d 473 (9th Circuit, 1964) Cert. denied, 


79 U.S. 901. 


a (ae 


ine M.O0.5. Corp. vs. John I. Haas €o., Inc., supra, 
the Court stated: 


"While it has often been said that 
patentability is a question of fact, it is also 
true that in patent cases, as in most others, 
the record in the particular case may be such 
that the question becomes one of law." 


Jowever, most authorities are in accord that the factual 
determinations found by a trial court with respect to the 
gestion of validity should be given great weight whether the 
qiestion is one of law or one of fact (see Container Corporation 
(America vs. M.C.S. Corp., supra, and Stauffer vs. Slenderella 


Meeems Of California, Inc., supra.) The question of validity 


in cases involving conflicting testimony and complex scientific 


Mata require findings of fact which should not be set aside 


mless clearly erroneous," and due regard shall be given to the 


portunity of the trial court to judge of the credibility and 


testimony of the witnesses." 


As Mr. Justice Jackson stated in Graver Tank & Mfg. Co. 
Meinde Air Products Co., 336 U.S. 271, 274-275 (1949): 


"To no type of case is this last clause more 
appropriately applicable than to the one 
before us, where the evidence is largely 

the testimony of experts as to which a trial 
court may be enlightened by scientific 
demonstrations. This trial occupied some 
three weeks, during which, as the record 
shows, the trial judge visited laboratories 
with counsel and experts to observe actual 
demonstrations of welding as taught by the 
patent and of the welding accused of 
infringing it, and of various stages of 

the prior art. He viewed motion pictures of 
various welding operations and tests and 
heard many experts and other witnesses. He 
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Memyroce a careful and Succinct opinion 
and made findings covering all the 
factual issues. 

‘The rule requires that an appellate 
eourt make allowance for the advantages 
possessed by the triaieourt in apprarsing 


= 7 0 Ee 
Mie sitenificance of conflicting ytestimon ie 
SS a Pe Se EE EL e 1 
and reverse only ‘clearly erroneous ae Ss. 
(Emphasis added 


mecefore, the Trial Court's findings should be accorded great 


yeight Since it had an opportunity to hear all the testimony, see 
the various demonstrations and judge the credibility of the 
witnesses presented. Unless the Trial Court's findings are 
clearly erroneous they should be affirmed. 
3. Miscellaneous Contentions of Appellant 

At page 45 of the Appellant's brief, the Appellant relies 
m the so-called “commercial success" to further the argument 
that the '640 patent was valid. However, the law on commercial 


siccess is very clear, ''Commercial success without invention does 


int make patentability". A & P vs. Supermarket Equipment Corp., 
meu.S. 147 at 153. See also, M.O.S. Corp. vs. John I. Haas 


., Inc., supra. Commercial success is only a secondary 
ronsideration in the determination of obviousness, Graham v. 
John Deere, supra. 

Further, the record does not support that if there 
as any ''commercial success" it was connected in any way with 
the features appellant contends were patentable in the '640 
Patent. There were factors other than the features described 
inthe '640 patent which may have contributed to any "commercial 


wuecess'"’ attributable to appellant's machine. 
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Appellant's machines not only involve the ‘640 patent 
Me also U. S. Patent No. 3,081,666 (Tr. 36). Where “commercial 
success'' results from a combination of two or more patents, it 
cannot support the validity of either patent taken individually 
Meco Corp, v, Admiral Corp., 199 F.Supp. 797,(D. Del., 1961). 

"Commercial success" of appellant's machines was due 
in great part to the utilization of a bottle handling means 
known as the ‘Vacuum Star Wheel", (Tr. 2349-2350) The vacuum 
stac wheel was not covered by the '640 patent and in fact was 
yed by appellant under a license from the Owens [Illinois 
Mapany (Tr. 1057-1058) Also, much of the "commercial success" 
of appellant's machines is attributable to the large and 
effective marketing organization of appellant. (See Tr. 1017- 
1018 ) 

Therefore, the connection of "commercial success" 
with the features appellant contends were patentable is not 
supported by the evidence and is not even a valid secondary 
consideration in the present case, 

At pages 15 and 32 of appellant's brief it discusses the 
asic concept" of the patent and "essence of the patent 
disclosure", In Nelson v, Batson, supra, the court faced with 
acombination patent stated: | 
Myelson asserts that the “*heart’ of his 
invention is the enhanced maneuverability 
cesulting from the relationship between a 
rotatable propulsion unit and a skeg 
located as stated in his claim, and that 


ene Location of the motor does not arfect 
this relationship. Nelson contends that 
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Batson should not be permitted to approp- 
riate the 'heart' of Nelson's invention 
simply by altering another, unessential, 
element. ‘We can only answer, ‘that there 
is_n no _iegally recognizable or protected 


Tessential’ “element, Heist Or meart wor 
ae invention in a “combination i patent?) 


(Emphasis added) 


Meetso Aro Mig. Co, v, Convertible Top Replacement Co,, 365 
fm. 336 (1960). 

While much of the discussion by the appellant of the 
wior art deals with'spatial filtering' and'frequency discrimination' 
aid with 'masking' those terms are not deemed pertinent to the 
gestion of validity since they were not present in the claims 
ue the patent, in the patent disclosure or anywhere in the 
file history. Since, however, these terms have been discussed 
in the appellant's Brief they are discussed in another section of t 
Bief entitled Matters Presented Which Are Not Relevant. (page 73) 
It should be noted, however, in passing that what appellant 
(nsiders "spatial filtering" is merely the detection of 
jarticles by a scanning member which produces signals which 


tan distinguish the particles from other signal producing effects, 


— 


fr. 2365) Stoate 517,229 accomplishes the same results and 
although neither Stcate or Calhoun describe in their patent 

the operation of their scanning members as accomplishing 

Spatial filtering", the fact remains that if Calhoun 

tlaims to have "spatial filtering" by utilization of his scanning 


fans then Stoate likewise teaches "spatial filtering". 
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6. Summary 


the appellee believes that the Trial Court was correct 


in finding that the claims in issue (Claims 7-15 and 17-24 
ielusive) are not valid and do not meet the statutory 
requirement of unobviousness as presented in 35 U.S.c, 103. 
Meecourt correctly defined the relevant field of art as that 
@eld dealing with the detection of objects by electro-optical 
vechnigques, The contention by the appellant that no evidence 
was introduced which supported the Court's finding that the 
missile and star tracking technology were analogous to the field 
a bottle inspection was clearly an erroneous representation. 
Mie testimony of Ryde and Griest; the Patent Examiner's contentions 
Mens prosecution; the definitions of the classes and subclasses 
searched by the Patent Office; the titles and scope of the 
Meents cited by the Patent Office; the occupational history 
tb the inventors of the '640 patent; the notations in 
lalhoun's notebook dealing with the Falcon Missile System 
a applied to bottle inspection; and the correspondence between 
wm. George Meyer (president of appellant) and patentee Calhoun 
dl indicate that people with ordinary skill in the art recognize 
wat the detection of any objects by electro-optical techniques 
fre-pertinent to bottle inspection as well as to other systems 
lich presented the same basic scientific problem. 

The prior art clearly showed each of the elements 
mesented in the '640 patent and each of the elements performed 
Inthe '640 patent in the same manner as it performed in the 


ae 


prior art with no unexpected or surprising result, The '640 


patent being a combination patent was tested by the standards 


me a a a a ee eee 


ve. Sunset House Distributing Corp, supra; Santa Anita vs. 
Nene nn nn a ee ee cee a ee ee ee ee ee ee RE ae a 


lugash, supra; and M,0.S, vs. john I. Haas, supra. 

Whether the relevant art is considered very narrowly 
a the bottle inspection art or more realistically as the art 
Mecdining the detection of objects by electro-optical techniques, 
the claims in question are obvious within the meaning of 35 
¥.$.C, 103 and as such are not entitled to be protected by the 
gatent monopoly. A secondary test such as "commercial success" 
cannot in any way make patentable what is clearly unpatentable 
ad such a test can only be applied when the question of 
patentability or validity is in question, Further, there must 
be some connection shown between the alleged "commercial 
success'' and the features contended to be patentable. The 
resent case does not present a factual basis whereby any 
importance can be attached to the so-called claim of "commercial 
swecess'', The evidence indicates that other factors such as 
additional patents owned or licensed by appellant and appellant's 
Marketing organization contributed to any "commercial success" 
tnjoyed by appellant's machines. 

The Trial Court's Findings of Fact and Conclusions 


Wf Law dealing with the questions of validity and relevant prior 


‘{&t are solidly supported by the record and should be given great 
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weight and not reversed unless clearly erroneous. 
C. Matters Presented By Appellant Which Are Not Relevant 
During the trial and throughout appellant's brief stress 
is laid upon certain terms, discussed hereinafter which terms 
are not mentioned in the patent and are, therefore, believed 
to be irrelevant to consideration of the question of infringement 
Bc validity. The test for determining infringement and validity 
is the claims in the patent. 
Nelson v. Batson, 332 F.2d 132 (9th) Circuit l962)e 
1. "Spatial Peg iecanyayal! 

One immediate difficulty with this term as with the 
others to be considered in this section of appellee's brief is to 
determine its meaning, especially tn che context of the '640 
patent. There is no reference to this term in the claims, 
specification or file HIStory oF the patent. Mr. Calhoun, 
in response to a question by Mr. Roston on rebuttal, does not 
himself give a meaningful definition, but does clearly state 
that he views it as Something separate and apart from the 
electronics. (Tr. 2365) The Court in its findings of fact, 
never found that appellee's machines employ spatial filtering. 

To the extent that the Trial. Court made reference to the term 
in its Findings of Fact, it merely shows the inherent fairness 
of the Court to make some determination relating to a term 
constantly discussed by appellant during the trial. 

im aes regard, it is interesting to note that the 


Irial Court said: | 
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"The Defendant characterizes its alleged 
invention as a bottle inspection system which 
confines a centered optical system with a 


madial Scan to provide spatial filtering. . .“ 
(Emphasis added) (Gindtaspati tac taiaee 
239 ) 

If appellant seeks at this late date to urge upon the 
Court that a term not found in the patent should serve as a 
basis for finding a commonality between the claims of the 
patent and the appellee's machines or to distinguish its claims 
over those of the prior art, it must fail on both counts, as 
the Ninth Circuit Court of Appeal has often held that the 
patent is limited to the reading of the claims. Aerotec 
M@eustries v. Pacific Scientific , 381 F.2d 795 (9th Circuit, 
M67); Del Francia v. Stanthony Corp., 278 F2d 745 (9th Circuit, 
1960). 

2. "Frequency Discrimination" 

This is a term, which again, does not find itself 

in the specification, the claims or the file history of the 
patent, but is persistently advanced by the appellant to 
advance its view that this is the essence or gist of the 
invention which is somehow common to its claims and to 
appellee's machines (Appellant's Brief, pages 15 and 32). But 
it is not the gist of the invention which determines its scope 
but rather the combination of all of the elements in the claims. 

Nelson vs. Batson, supra. 

The Trial Court was so unimpressed with this theory 
advanced on behalf of appellant, that after hearing all of the 


tvidence made no findings relating to such term either to the 
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claims of the patent as they related to the prior art or to 
appellee's machines. Further, the Court found specifically 
in finding 22: (re Claim 7 and others; R. 1948) that the SME 
machines are "not concerned with rendering a repetitive 
alternating current signal output at the photocell. Plaintiff's 
machines are concerned only with the leading edge of a single 
pulse. . .'' (emphasis added). This clearly was in response 
to appellant's contention at trial of attempting to equate the 
alternating current detection element of its claims to the 
slope detection technique of appellee's machines under the 
banner of "frequency discrimination." Portions of the 
testimony for supporting the Court's findings in this regard, 
besides those elesewhere discussed in appellee's brief, may 
be found in Ryde's testimony at lines 2-5 of Tr. 1473; and at 
2169 in Griest's testimony... Additionally at Tr. 541 and 
concluding at Tr. 603, there was much discussion concerning this 
term. The Trial Court well understood that the term as it 
applies to the claims and appellee's machines was a matter of 
definition or interpretation. See Tr. 602 line 15 through 16 
= Tr. 603: 
"THE COURT: Let's go back. 
Do IL correctly understand, Mr. Roston, that 
what you are looking for now is not what their 
circuitry is, because you are willing to accept 
his acknowledgement that it is like Exhibit AD, 
as explained by Mr. Husome's deposition, but 
that what you are looking for is some kind of 
language in the patent applications that will. 
mouth the words "frequency discrimination" or 
something akin to that, so that you can find 
admission that they are actually doing 
frequency discrimination? 
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MR- ROSTON: Thats paretcr 1&, your Honor. 
THE COURT: Isn't that semantics? Because 
as I understand it, you people contend that the 
circuitry contained in AD is frequency discrimin- 
ation. 


MR. ROSTON: Right. The question is what does 
he contend. 


_THE COURT: That depends on the definition of. 
frequency discrimination. 
You might say that AD demonstrates eight ball, 
for whatever you contend eight ball means, and 
then if you want to look and see in their. 
application whether or not they use the words 
weight bali", why, you think you find an 
admission, but you haven't unless you are 
talking about -- you are defining ‘eight ball' 
in the same manner." 
Poe Orner terms 
Other terms in addition to the above two were also 
advanced by the patent owner at the trial and in its Brief to 
change the scope of the claims from their wording. Among such 
terms are "masking", and "edge effects". Neither of these terms 
are in any of the claims of the patent and should therefore be 


viewed aS irrelevant to any issue in this case. 


D. A Trial Court Need Not Determine Validity Before Making 


A Finding On Validity 
The appellant (at pages 48 and 49}o0f appellant's brief) 


tntends that the Trial Court erred in first finding no infringe- 
lent by plaintiff-appellee before determining the question of 
Wlidity. The appellant cites no cases or authorities to support 
fuch_a_ contention. Further, it is not understood why the Trial 
‘four t must deal with the validity question before determining 
fhether the alleged infringing device is within the scope 


€ the claims in issue, regardless of whether the patent is valid 01 
igs 


In M.O.S. v. John I. Haas Co., Supra, the Court considered 


the question of whether a Trial Court must consider the 
question of validity in an infringement suit. The Court 
considered the Supreme Court's statement in Sinclair and Carroll 
Mev. imterchemical Corp., 325 U.S. 327, 330 (1945) concerning 
the tendency among lower courts to dispose of infringement suits 
on the ground of non-infringement without going into validity. 
The Supreme Court felt the "better practice'' would be to 
inquire into both infringement and validity. The Appellate 
murt in M.O.S. then stated “at first, this Court as well as 
other Courts of Appeals, had some difficulty in deciding whether 
this was a rule or only an admonition. However, it is now 
settled that it is an admonition." (Emphasis added) 

immeene present suit, the Trial Court not only determined 
infringement but also inquired into and ruled on the question 
Of validity. In the Trial Court's Conclusions of Law 12 (R, 
1956) and 23 (R. 1958), it determined that all the claims in 
issue were invalid. Although the Court was not bound to inquire 
into validity it followed the "better practice", referred to in 
the M.O.S. and Sinclair cases, and found the claims in issue 
to be invalid. Whether the Trial Court determined the question 
of validity prior to or after finding no infringement is of no 


consequence. 
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V.  SUNMARY AND CONCLUSION 

Appellee has presented clear evidence in the record 
supporting the trial court's determination of non-infringement 
Mid invalidity. 

iesappears Chat eoncerning the Lact finding of the crural 
court regarding non-infringement that the appellant has not 
attempted to compare the evidence presented on both sides of a 
given fact in dispute in order to show that the trial court's 
findings were clearly erroneous. Instead it appears that appel- 
lant is in effect saying that based upon the evidence favorable 
to it the Court ought to have rejected the contrary evidence 
and found differently. This we submit is not a proper basis for 
Beview of a trial court's determination of facts. 

Similarly, on the issue of invalidity, ample support 
is given both in law and in fact to support this determination 
B the mista COUrE . 

To suggest as appellant does, in its Brief, that its onl 
Witness on the merits regarding the issues of infringement and 
validity should be belived, as opposed to the testimony given by 
appellee's witnesses Husome, Stoate, Griest and Ryde (the lat- 
ter three of whom clearly have no interest in the outcome) is ee 
Beggar a reply. Their backgrounds, all of, which are in the 
transcript, speak for themselves. And certainly appellant's case 
Was not proven directly or indirectly in whole or in part from the 
testimony ot appellee's witnesses either on direct or cross- | 
examination. 


In addition, it is clear that this continued disagreement 
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co facts.grows out of a difference in the testimony of 
Wr. Calhoun from the contrary testimony of appellee's witnesses. 
On Be i caet one critical issue, the non-equivalents of 
alternating current to slope detection of ay pulse>wone of the 
co-inventors of Mr. Calhoun disagrees with him and agrees with 
the position of appellee. (Williams' deposition page 129, 
emo - oer. (1 and Tr. 810). Thus it is submitted that 
less weight should be given to the position of appellant as 
testified to by Calhoun where such is contradicted by other 
testimony which is not biased. 

At another portion of Williams! deposition in evidence 
Mc. /1), Williams testified (at page 91 of his deposition) 
that Industrial Dynamics never actually used a single spoke 
eticle. This is in direct opposition to Calhoun's testimony 
Beir. 481-486. 

Therefore, the judgment and order of the Court below 
jn the issues of infringement and validity should be affirmed. 
Dated: June 10, 1968 

Respectfully submitted, 


SPENSLEY, HORN AND -JUBAS 


wm Sette 


Manin Re Hoge 
ZAttorneys for Appellee 
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CERTERECATE 


= certify that, in connection with the preparation 
of this Brief, I have examined Rules 18, 19 and 39 of 
the United States Court of Appeals for the Ninth Circuit, 


' 


and that, in my opinion, the foregoing Brief is in full 


eZ 


Mai Ian Ree eousm 


compliance with those rules. 


APE IDAVIT OF SERVICE 


The undersigned hereby certifies that three (3) 
Sepies Of the within Brief were this llth day of June, 1968, 
served upon Ellsworth R. Roston, Esq. of Smyth, Roston and 
Pavitt, Attorneys for Appellant, by enclosing the same in 
a postpaid wrapper addressed to said attorney at Suite 320, 
4262 Wilshire Boulevard, Los Angeles 5, California, and 


depositing the same in the United States mail. 


V Martin Rea Horn 


APPEND 


FINDINGS OF FACT AND CONCLUSIONS OF LAW 


FINDINGS OF FACT: 


I. The Findings of Fact filed with the Court and 
signed on January 24, 1967, following trial on the issues of 
defendant's alleged misuse of the patent in suit are incor- 
porated herein and made a part hereof by reference. 


2. Claims 1 to 6, inclusive, and 16 of the patent 
Mecsuit are not at issue. Claims 7 to 15, inclusive, and 
m to 24, inclusive, of U. S. patent No. 3,133,640 are at 
Sec, vrem claims 7, 9, 18, 22, 23 and 24 designated by 
the defendant as representative of these claims. 


3. The terminology of the patent in suit seems as 
understandable and reasonably precise as the respective 
pontexts require. The descriptions contained in the patent 
in suit are sufficiently concise and clear to enable one 
milled in the art to construct that which is taught by the 
patent. 


4. The defendant characterizes its alleged 
invention as a bottle inspection system which combines a 
Centered optical system with a radial scan to provide spatial 
filtering for the generation of signal components of a 
particular frequency or a range of frequencies representing 
small particles in the bottom of the bottle, electronic 
circuits for selecting the particular frequency or frequencies 
representing particles in the bottom of the bottle, and 
Meectronic circuits for detecting direct current at a 
particular level to reject opaque bottles and bottles with 
relatively large particles in the bottom of the bottles. 


5. Reading the patent as a whole, in the light of 
the evidence presented relating to prosecution of the patent 
and the teachings of the prior art relating to bottle 
inspection and missile and star tracking, the Court finds 
that: 


(a) With respect to the use of AC, the draw- 
ings and the specifications describe a device whose funda- 
mental purpose is to detect a foreign particle by causing 
meto set up an alternating current signal of a particular 
frequency. ‘The nature of the signal indicative of the 
presence of small particles in the bottle is characterized 
at column 2, lines 61-64 of the patent where it is stated 
that "As a result (of small particles of dirt in the bottle) 


Wmene output of the photocell will be an alternating current 
signal, the frequency of which basically is determined by 
Ehe speed of rotation of the reticle times the number of 
Bpokes.'' The selection of this frequency, or reasonably 
discriminated band of frequencies (for rejection purposes), 
Bs accomplished by the LC tuned circuit, which is the heart 
pt the frequency discrimination concept of the '640 patent. 
The '640 patent teaches the use of RC circuits as couplers, 
and not as differentiators. If '640 did use their circuits 
as differentiators, such would destroy the essence of the 
merctiit by reducing the selectivity of the LC circuit. The 
detection of an alternating current signal, as contemplated 
by the patent, is predicated on the particular frequency 

of the signal. Counsel for the defendant states that the 
circuit disclosed in the patent is merely an embodiment of 
the invention, but the Court finds tha it is the essence 

of the disclosure of the patent, insofar as the use of AC 
is concerned. 


(b) The '640 patent discloses a centered 
optical system whose essential element is a rotatable light 
chopping disc centered on an axis of rotation that lies, at 
all times during inspection, within the periphery of the 
container. 


(c) As taught by the patent, the term "axis 
of rotation" of the disc and "center of rotation" of the 
disc are synonymous. However, the use of reflective optics 
in plaintiff's device is equivalent to the use of refractive 
optics in the embodiment disclosed in the '640 patent. 


(d) The '640 patent discloses a multi-spoked 
reticle having more than one translucent area and more than 
one opaque area alternately disposed with the translucent 
areas, each of the areas extending radially from the center 
of the disc. The '640 patent does not include a disc having 
a single reflective line with the remainder of the surface 
opaque. 


7 6. Where appearing in the patent in suit, such 
mems as "AC, “alternating current", “alternating current 
Benal'' and “substantially alternating current” or the like, 
mean an alternating current signal which has a substantially 
constant and repetitive pattern with a substantially pre- 
determined time relationship between successive portions of 
the signal. Although the plaintiff's machine produces an 
alternating current signal, it is only concerned with the 
mitial slope of the first pulse thereof, and is not con- 
cerned with matters of frequency or repetitive pattern. 


a: 


7. All of the claims of the Patent im Suit which 
employ terms such as "reticle", "disc", "scanning means", 
vannular member" or the like mean a reticle ineluding at 
least two radial opaque areas and two transparent areas. 


8. Neither the specification nor the drawing 
contained in the '640 patent discloses anything different 
socom the production of an AC Signal having a particular 
frequency indicative of the presence of small particles in 
the container; nor do the specification or drawing disclose 
anything different from a multi-spoked reticle having more 
than one transparent segment and more than one opaque 
segment extending radially from the center of the reticle. 


9. ‘The nature of the art we are here concerned 
mth is the detection of foreign objects in a field of view 
by electro-optical techniques, rather than being limited to 
the bottle inspection field.: (This finding also appears as 
|eonclusion of law No. 5.) 


10. Electro-optical systems for the detection of 
objects in the sky, detection of material moving on a con- 
Weyor, detection of the presence of objects moving on the 
ground, and detection of objects in a container, all are 
systems which reside in an analogous art, and such systems 
employ similar elements in a similar relationship for a 
similar purpose. Further, such systems are related by the 
end object of seeking to detect an object having distinct 
Meht or dark characteristics in a background of different 
light or dark characteristics. 


ll. The Court finds that each of the elements of 
the patent in suit as hereinabove discussed was well known 
@ the prior art: 


-(a) A centered optical system, including a 
|iisec providing a radial scan, is disclosed in the British 
patent No. 517,229 issued to Stoate January 24, 1940, and 
jimited States Patent No. 3,034,405 filed October TS ee 9558 
jimd issued to Biberman, et al., May 15, 1962. 


| (b) The use of DC to detect large objects in 
jacontainer is disclosed by Stoate '229; United States patent 
flo. 2,265,037 issued to Gulliksen December 2, 1941; United 
states patent No. 2,439,490 issued to Schell April 13, 194382 


(c) The use of AC to detect foreign objects 
is disclosed by United States patents to Fitz-Gerald No. 
1,016,036; Biberman No. 3,034,405; Schell No. 254995490 
fad Weathers No. 2,427,319. The art of attenuating signal 
fomponents having undesirable frequencies in an AC signal 
0 emphasize other signal components having a particular 


aco ee 


Erequency or frequencies in the AC signal is well known. 

The art of emphasizing the signal components having the 
particular frequency or frequencies in the AC signal is also - 
well known. 


(d) The Stoate '229 patent discloses a DC 
system, but does not disclose or contemplate the concept of 
spatial filtering for the generation of signal components of 
different frequencies and the selection by electronic 
techniques of the frequency or frequencies representing small 
particles in the bottom of the bottle. 


(e) The Biberman '405 patent discloses a 
missile or star tracking system but does not disclose a 
bottle inspection system. The Biberman '405 patent is the 
only reference specified in paragraphs 11(a),°11(b) and 
il(c) of the Findings of Fact that discloses a centered 
optical system with a radial scan for providing spatial 
mi ltering. 


(£) No single reference cited by plaintiff 
discloses a bottle inspection system employing techniques of 
spatial filtering or the combination of spatial filtering 
and electronic frequency selection as defined in paragraph 
4 of these Findings of Fact. 


12. (a) The '640 patent discloses the first 
system for detecting small particles in the bottom of a 
bottle while scanning the bottom of the bottle, including the 
edge of the bottle, without masking the edge of the bottle. 


(b) The need for a satisfactory machine for 
inspecting empty bottles for foreign particles existed for 
a considerable period of time before the invention of the 
embodiment of the '640 patent. 


(c) The invention of the '640 patent has 
enjoyed considerable commercial success. 


(d) For all practical purposes, the only 
machines now being sold in the United States for inspecting 
empty bottles for foreign particles are those being manu- 
factured by the defendant, the plaintiff, and the Barry- 
Wehmiller Co. The machine being manufactured by Barry- 
Wehmiller Co. was developed by Wyman, one of the inventors 
of the '640 patent, and Husome, president of plaintiff and 
the person who developed plaintiff's machines. 
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13. Each of the elements in the patent in suit is 
employed in substantially the same way, and functions in 
substantially the same manner, as its counterpart in the 
prior art. However, all of the elements in the patent in 
suit do not have counterparts in the field of bottle inspec- 
On. 


14. Of the above-mentioned prior art references, 
only Fitz-Gerald '036 was before the United States Patent 
Examiner. However, the Patent Office cited references dis- 
closing centered optical systems with radial scans in the 
field of star tracking and missile tracking systems, and the 
defendant, through its attorneys, called other similar 
references to the attention of the Patent Office. Such 
merercices further disclosed the concept of spatial filtering 
in the star tracking and missile tracking field. The '640 
patent was granted over such references. 


15. Upon review of the evidence adduced, the Court 
finds that the following patents are part of the relevant 
prior art: : 


(a) Stoate '229 teaches the use of a centered 
optical system with a rotatable scanning member having a 
single radial slit. The scanning member is disposed above 
the bottle being inspected, with its axis of rotation coin- 
cident with the common axis of a light source, bottle and a 
photocell. Defendant knew, through other attorneys than 
those prosecuting the applications which resulted in the 
grant of the '640 patent, of the Stoate '229 patent prior to 
its argument before the Patent Office to the effect that the 
centered optical system was an important and novel part of 
the invention disclosed and claimed by defendant and that 
defendant was the first to include a centered optical system 
for the bottle inspection machine disclosed and claimed by 
defendant. 


However, the defendant's attorneys were not con- 
Vinced at that time that such references actually disclosed 
a centered optical system, and the defendant did not prac- 
fice any fraud by any failure on its part to call the Stoate 
'229 patent to the attention of the Patent Office. 


(b) Biberman '405 discloses, in a star tracking 
Or missile tracking system, a centered optical system includ- 
ing a reticle with alternately disposed opaque and translucent 
areas for the detection of a foreign object in a field of 
View. Biberman '405 further suggests the use of AC circuitry 
tuned to a particular frequency to detect a foreign object 
mia field. 


(c) Schell '490 and Weathers '319 teach the 
combination of an AC signal for the detection of small foreign 
particles in a field of view, and a threshold or DC level 
Signal for the detection of opaque bottles and large particles’ 
in bottles. Further, the Weathers patent discloses the detec- 
m-10n Of foreign particles ‘in the field of view by use of a 
manned Circuit. 


The defendant's attorneys were aware of the 
Beachings of the prior art mentioned above in this paragraph 
at the time they argued before the Patent Office in support 
of their application for the '640 patent, and they did not 
Bati@suen prior art to the attention of the Patent Office: 
However, the defendant's attorneys did not intentionally 
withhold anything from the. United States Patent Office that. 
they concluded was relevant. 


16. The patent in suit is a combination patent. 


ive ihe detection of objects in a field of yiew in 
the star tracking or missile tracking field occurs in a 
relatively homogeneous background. The detection of a small 
foreign particle in the bottom of a bottle occurs in a 
substantially non-homogeneous background, especially since 
the signal components produced by scanning the edges of the 
bottle have a much greater intensity than the signal compon- 
-ents produced by scanning small particles in the bottom of 
the bottles. Nonetheless, the Court finds that both come 
within the art here concerned as defined in paragraph 9 
hereof. 


18. Some of the problems presumably encountered 
and solved in the development of the defendant's alleged 
invention were previously recognized and solved by others in 
fhe field of missile or star tracking prior to the filing 
of the '640 patent application by the inventors. Other 
such problems were previously recognized and solved in the 
Field of bottle inspection prior to the filing of the patent 
application by the inventors. Some of the problems specific 
fo the bottle inspection field, including the effects of the 
edge of the bottle, was neither recognized nor solved by 
others prior to the filing by the inventors of the patent 
application which matured into the '640 patent. 


19. The Court finds that both Williams and Calhoun, - 
the named co-inventors of the patent in suit, possessed at 
feast ordinary skill in the guided missile and missile 
tracking field, wherein the use of spoked recticle-AC systems 
for the electro-optical detection of objects against a back- 
ground was well known prior to filing the patent application 
for the patent in suit. After organizing Industrial 
Dynamics, the inventors devoted a number of months in unsuc- 
j@essful attempts to develop an operative system for detecting 
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Poawemeles i empty bottles before deciding that a scanning 
type of system was best suited for bottle inspection. Once 
it was decided that a centered optical system with a radial 
Scan was best suited for bottle inspection, Industrial 
Dynamics Corporation required only approximately one month 
Pome ometmand CONSEEUCE 1tS LlrSt prototype of the machine 
described in the patent. While the inventors appeared to 
have had some developmental problems, they were mostly 
engineering problems, i.e., problems related to the appli- 
cation of the inventor's mechanical and electronic skills. 


20. The inventors constructed a number of different 
embodiments before filing in the Patent Office the patent 
application which formed the basis of the '640 patent. 

These embodiments were operative. They included systems 
having a reticle with a single translucent area and with a 
single opaque area and with the opaque area considerably 
larger than the translucent area, the reticle being included 
to provide spatial filtering when the reticle rotated. 
These embodiments further included RC circuits to detect 
the signal components representing small particles in the 
bottom of the bottles by selecting the range of frequencies 
representing such particles from other frequencies after 
the generation of such different frequencies by spatial 
Piltering . 


21. What the named inventors did would not be 
surprising or unobvious to a person skilled in the art. 


22. Plaintiff's machines (the allegedly infringing 
303 and Slimlight) seek the same end result of detecting 
foreign particles in a container as does the machine des- 
cribed in defendant's patent. However, the means employed 
by the SME devices to reach this end result are dissimilar 
from those taught by the patent in suit. The enumerated 
respects in which the Court finds them dissimilar are set 
forth in rather telegraphic reference to the wording of the 
following claims: 


Claim 7. (a) The different areas of the bottle scanned 
by the SME machines do not include the 
center and progressive portions of the 
periphery of the bottle. In the SME 
machines the scanning member is rotatir 
at a high rate of speed while the bottle 
is in continuous motion across the inspec- 
tion zone. The mirrored slit of the SME 
scanning member does not extend beyond 
the center of the member. Therefore, 
before the center of the bottle reaches 
the axis o£ fotation, the seam ef ele 
trailing one-half of the sweep does not 
include the center of the bottle; and the 


instant the center of the bottle goes 
beyond the axis of eOration. the sean of 
the lead one-half does not include the 
center of the bottle. 


(b) The detection circuitry of the SME 

. machines is not concerned with Penderi ng 
a repetitive alternating current signal 
output at the photocell. Plaintiff's 
machines are concerned only with the 
leading edge of a single pulse of electri- 
cal energy indicative of the presence of 
a foreign particle in the container. The 
fact that the photocell does set up=a 
repetitive alternating current signal is 
irrelevant to the operation of the SME 
machine. 


(c) The rejection of a bottle by the SME 
machine is not dependent upon an alter- 
nating signal of a hoped for particular 
frequency or a discriminated band of 
frequencies as taught by the patent in 
suit. In the SME machines, rejection is 
primarily dependent upon the rate of 
change of amplitude of a single pulse of 
electrical energy indicative of the pres- 
ence of a foreign particle. Such rejec- 
tion derivative is achieved through the 
use of an RC differentiating network. 
The patent in suit teaches rejection 
selection through the use of an LC tuned 
circuit responsive to a particular fre- 
quency. While plaintiff's machines are 
concerned only with signals in the 200- 
5000 c.p.s. range, this is not comparable 
to the '640 patent wherein a specific 
frequency, dependent on the speed of 
rotation of the scanning disc times the 
number of disc spokes, is sought to be 
selected. 


Claim 9, (a) The progressive segments of scan of the 
scanning member of the SME machines do 
not, at all times during the complete 
inspection period, include the center of 
the bottom of the bottle and progressive 
portions of the periphery, as discussed 
WEMerespect -tduclaam 7. 


(b) In the SME machines, the center (axis) of 
rotation of the rotatable means is not 


Neleae a: 


eClaim 18. 


(c) 


(a) 


(b) 


(c) 


actually disposed within the bottom of the 
container. However, while the actual 
SCeneer (Axis) Ob woraelonmliies outsidenoe 
ene periphery of the bottom of the 
container, the optical axis, bent by the 
MLErOred surtace of ithe rotating member, 
does lie within the periphery of the 
bottom of the container. The offset of 
the axis of rotation of the SME rotating 
member is effected to provide a means for 
scanning the meck of tue bottle, a resmile 
that is not achieved or taught by 
defendant's disclosure. This offsetting 
us done for a purpose that vs vunrelaced to 
a simple attempt to avoid the charge of 
ecepying the claim, and the doctrine of 
equivalents for this reason is found not 
Ora p Lym 


AS stated above with respect to claim 7, 
the SME machines are not concerned with 
indicating the presence of foreign parti- 
cles by means of alternating signals in a 
relevant sense as taught by the patent. 


In the SME machines, the scanning area is 
not 'Substantially greater" than the size 
of the particle sought to be detected, in 
the sense that the quoted words are used 
in the '640 patent. 


Because of the motion of bottle through 


the inspection zone, the SME scanning areas 
do not, include, at eaeh) inscant. the 

center and a portion of the periphery of 
the container. This is discussed above 
with respect to claim 7. 


The circuitry of the SME machines does not 
undertake to detect particular alternating 
components in the photocell output signal 
in the manner taught by the patent in 
SulE. im a detectionssense, thewmachime 
taught by the patent in suit is interested 
in alternating signals of a particular 
frequency. As indicated hereinabove, 

with respect to claim 7, the SME machines 
are interested only in the slope or rate 
of change of the magnitude of a single 
pulse. . 


1x 


Claim 20. 


Slaim 21, 


(qd) 


(b) 


(c) 


(a) 


(b) 


(c) 


The SME machines are not concerned with 
particular levels, or magnitudes, of an 
AC Signal produced by the photocell as 
taught by the patent in suit. lelbepeighesiare 
machines are responsive only to the rate 
of change of magnitude of a pulse and not 
the ultimate magnitude of the pulse. 


BOCs LOnk) im the findings relating to 

claim 9, the center (axis) of rotation of 
the SME scanning member is not within the 
periphery of the container. 


The progressive segments of the areas of 
the bottle scanned by the SME machines do 
not include the center and portions of the 
Periphery Of the bottle. This was dice 
cussed above with respect to claim 7. 


The SME machines are not concerned with 
Producing an alternating current signal at 
a particular frequency and magnitude 
related to the size of the particles The 
rejectron portion of the ClECULELY Of he 
patent in suit will reject a bottle only 
if the input thereto is an AC Signal 
having a particular frequency, or selected 
range of frequencies, indicating the 
presence of a foreign particle. In the 
SME machines, the detection Cimeuieemy, willy 
accept signals over a broad range of 
frequencies but reject a bottle only if a 
Single pulse received indicates a parti-~ 
eular rate of Change of magnitude. 


For the reasons indicative hereinabove 
with reference to claim 9, the center 
(axis) of rotation of the SME scanning 
member is not within the periphery of the 
bottle to be inspected. 


As stated hereinabove with respect to 
claim 18, in comparison with the teachings 
of the "640 patent, the SME areas@© scan 
is not substantially larger than the 
cross-sectional area of a dirt particle 
sought to be detected. 


The area of scan of the SME machines at 
any instant does not include the center 
of the bottle to be inspected. 


x 


elaine 22: 


elaim 23: 


Claim 24; 


(a) 


(a) 


(b) 


(a) 


(b) 


For reasons indicated hereinabove with 
respect to claim 7, the plaintiff's 
machines are not concerned about rendering 
an alternating current signal OuUtpUES Es 
is the rejection of a bottle based upon 

an alternating signal in a relevant sense 
as taught by the patent in suit. 


For the reasons indicated hereinabove with 
respect to claim 7, the plaintiff's 
machines are not concerned with rendering 
an alternating current signal ouEpUE in 4 
relevant sense as taught by the patent in 
SuLt. 


The SME machines do not use an amplifier 
mean tuned to a specific frequency range. 
The fact that the plaintiff's machines 

set up frequencies ranging from 200 to 
5000 cycles per second, does not constitute 
focusing on a "specific frequency range" 
in the sense taught by claim 23. Conse- 
quently, plaintiff's machines are not 
constructed to reject a bottle on the 
basis of an alternating current signal 
having a frequency within a specific range. 


The scanning member of the SME machines 

is not on a center located within the 
periphery of the bottle. This is discussed 
with reference to claim 9. 


AS opposed to the teachings of the '640 
patent, the SME scanning member does not 
have alternate radial opaque and trans- 
lucent areas. Reading the patent as a 
whole, the term "areas" means more than 
one with respect to both opaque and trans- 
lucent respectively. Referring to the 

SME scanning member it cannot be said that 
the opaque area extends in a radial 
direction out from the center in the same 
or similar sense as the opaque areas of 
the scanning disc disclosed by the patent 
im Suds. 


Based upon statement of defendant's counsel 
that the defendant is willing to predicate its case upon the 
claims hereinabove discussed, the Court has limited its 
detailed discussion to those claims. However, the evidence 
establishes, and the Court finds, that the remaining claims 
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at issue, namely 8, 10-15, inclusive, 17, 19 and 20 are not 
infringed by the SME machines. 


CONCLUSIONS OF LAW 


1. The Findings of Fact and Conclusions of Law 
filed with this Court and signed January 24, 1967, following 
trial on the issues of the defendant's alleged misuse of the 
patent in suit are incorporated herein and made a part hereof 
by reference. 


2. This Court has retained jurisdiction of the 
parties and of the causes of action set out in the Complaint 
and Counterclaim. 


3. All of the remainder of the claims are properly 
at issue, and the defendant has chosen to predicate its case 
mepon Claims 7, 9, 18, 22, 23 and 24. 


tee) U.S.C.A. section 282 provides in part, 
"A patent shall be presumed valid. The burden of establish- 
ing invalidity of a patent shall rest on a party asserting 
it." Plaintiff herein is charged with that burden. 


; 5. Whether arts are analogous depends upon the 
Similarity of their elements and purpose. If elements and 
purpose in one art are so related and similar to those in 
another art that the relationship would appeal to the mind of 
a person having mechanical skill and knowledge of the pur- 
poses of the other, then the arts may be said to be analogous. 
The nature of the art or field of interest we are here 
concerned with is the detection of objects in a field of 

view by electro-optical techniques, rather than being limited 
to the bottle inspection field. (See also Finding No. 9.) 


6. Electro-optical systems for the detection of 
objects in the sky, detection of material moving on a con- 
veyor, detection of the presence of objects moving on the 
ground, and detection of objects in a container, all are 
Systems which reside in an analogous art, and such systems 
employ similar elements in a similar relationship for a 
Similar purpose. Further, such systems are related by the 
end object of seeking to detect an object having distinct 
light or dark characteristics in a background of different 
light or dark characteristics. (See also Finding No. 10.) 


7. Both parties have properly characterized the 
patent in suit as a combination patent. In construing the 
patent, it must be read as a whole and the claims interpreted 
in the light of the specifications. 
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8. The evidence establishes and the Court concludes 
that each element of the patent in suit is anticipated in 
prior art references as such prior art is defined in 
Conclusions 5 and 6 hereof. No single element of the patent 
PmiesG@eEmconsteiCutLes invention. Scrutiny of combination 
claims should be even more detailed when, as with the patent 
in suit, the old elements have been previously employed in 
a similar relationship for a similar purpose, or when the 
elements perform the same function in combination as out of it. 


9. Even if all the claims here in issue disclosed 
the combination of all of the elements of the alleged inven- 
tion, each of such claims would be invalid for lack of 
invention over the prior art here concerned. "A patent for 
a combination which only unites old elements with no change 
in their respective functions,. . .obviously withdraws 
what already is known into the field of its monopoly and 
diminishes the resources available to skillful men." 


arr CO. vs American Air Bulter Co, 316 F.2d 500; 
50S (JEDeCT moos) 


10. The validity of the '640 patent depends on the 
disclosure of a combination that 'produces in some way or 
manner a surprising or unusual result which would not have 
been expected by a person having ordinary skill in the art." 


Canadian Ingersoll-Rand Company v. Peterson Products 
Of San Mateo, 223) F.Supp. sG03, cUc. (Neb. Cali 


i ee eee 
1963). 


11. No claims in the patent are so broad as to 
purport to include each of the elements of the combination 
that the defendant contends for its patent, as set forth in 
Finding of Fact No. 4. 


WewAll or claims 7 to 15, inclusive, andjijgeo 24 
inclusive, are invalid as being obvious under 35 U.S.C.A. 
Section 103. 


#3, Lf the missile and star tracking field cannot 
be properly considered with the bottle inspection field as a 
fimetvemart of detécting objects in a field of view by electro- 
optical techniques, the system disclosed and claimed in the 
'640 patent constitutes an invention over the prior art 
relating to bottle inspection, and the patent is valid. 
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Woerom each Of plaintiff's allegations, the Court 
concludes that the defendant has not practiced a fraud on the 
Uijeeewm—oeates Patent Office in its prosecution of the appli- 
SaGrenero. the patent in suit. 


iSeeeelaintitt S contention that the claims of the 
patent in suit must fail because they are fatally ambiguous, 
mectse#met and indefinite is rejected. Further, the Court 
concludes that the description contained in the patent in 
suit is sufficiently clear and concise to enable one skilled 
tmeeme art to construct the disclosure thereof. 


16. The Court concludes that the patent in suit 
HOces noteral! for improper joinder of inventors. Plaintiff 
has failed to bring forth sufficient evidence tending to 
show that Wyman was not a proper co~-inventor on said patent. 


17. The previously stated conclusions of the Court 
with respect to the validity of the patent in suit preclude 
the necessity for the Court to rule upon plaintiff's con- 
echemoms that claims / to 15, inclusive, and 17 to 24, 
inclusive, are invalid because they were filed more than one 
year after public use began. 


18. The burden of proof is upon the one asserting 
infringement to establish the infringement of a patent by a 
proponderance of the evidence. 


19. Where the elements of the patent are found in 
various prior patents in the same art field of interest, 
the patent will be construed strictly according to its terms. 
The terms in a patent must be strictly construed against the 
patentee in determining infringement. Claims must be con- 


strued not only in the light of the specification and drawings, 


but also with reference to the file history; claims must 
always be explained by and read in conjunction with, the 
specification and in the light of definitions and admissions 
made by the applicant in Patent Office proceedings. 


20. In order for a patent to be infringed, each and 
every element of at least one of the claims of the patent 
must find its counterpart in the accused device, a situation 
that is not present here as to any claim. 


21. In order to constitute equivalency of devices, 
it must be éstablished that the same or similar functions 
are performed in substantially the same way or manner or by 
the same, or substantially the same, principle or mode of 
operation. Although the device disclosed in the '640 patent 
and the SME devices are similar from the standpoint of 
result (or function) (save the neck detection function of 
the SME machines, a capability not achieved by defendant's 
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device). they are dissimilar as to the means of achi eving 
these results (or performing these functions), and therefore 
are not equivalent. 


22. An invalid patent may not be infringed, and 
the Court accordingly concludes that none of the claims here 
concerned are infringed by the plaintiff's machines. More- 
over, even if the patent in suit were in any respect to be 
Geclacedevalid, tne Court concludes that 1& is not infringed, 
in light of Conclusion No. 20 hereof and Finding of Fact 
INO 22. 


23. Plaintiff is entitled to a declaratory judgment 
pnemessComplaint that claims / to 15, inclusive, and l/ to 
24, inclusive, of the patent in suit are invalid and not 
infringed. 


24. Plaintiff is further entitled to a judgment 
dismissing defendant's Counterclaim and awarding costs to 
Pldaintaee for the portion of the litigation relating to 
patent validity and infringement. Each party will bear its 
own atttorney's fees. 


xV 


APPENDIX B 
DESCRIPTION OF THE MOST PERTINENT ART 


Stoate British Patent 517,229 (Ex. 44) 

Stoate teaches a scanning system with a centered optical 
Scan. Stoate detects particles in an empty transparent vessel 
NemoupbOrcle) by utilizing a screen or reticle, a light source 
and a light sensitive device (e.g., a photocell) which are 
aligned along the axis of the vessel. The screen or reticle 
. used has a slit or aperture. Relative movement is then pro- 
vided between the vessel and the slit so as to cause the 
latter to scan the entire surface to be examined. Stoate 
teachs inspecting of a stationary vessel by means of a 
rotating scanning member. Light is directed from the light 
source upwardly through the slit and the vessel to the light 
sensitive device. When a particle interrupts the light, the 
average amount of light reaching the light sensitive device 


decreases to provide an indication of the particle. 


pegace U2 Ss. Patent 2,100,227 (ix 45) 


Stoate discloses an apparatus for detecting foreign 
particles on the bottom of transparent vessels. The apparatus 
utilizes a support having a scanning slit therein, a light 
sensitive device (e.g., a photocell) disposed beneath the scan- 
ming Slit and a source of light disposed so that the light is 
directed through the bottom of the vessel onto the slit. The 
vessel is rotated about its longitudinal axis and when 


a 


Pr weeeeres are present the amount of light reaching tthe light 
Sememertvergeyice varies £o give a Signal. The signal indi= 
eates when particles have caused the light reaching the light 
sensitive device to be reduced below a predetermined level 
thereby initiating an ejecting mechanism to remove the 


vessel containing the particles. 


R.C.A. Machine (Schell and Weathers U. S. Patents 2,439,490 
and 2,192,568) (Exs 46 and 47) 


The R.C.A. machine deals with a system for inspecting 
#211 bottles for particles. A turntable imparts motion to 
the bottles causing them to spin. When the turntable stops 
Ee MraqurG contents continue to swirl and inspection of the 
contents is effected by electro-optical meres An optical 
system is used comprising. a beam of light and two banks of 
photocells. The light beam passes. through the fluid contents 
of the bottle and is. distributed between the two banks 
equaliveas in the absence of any eee the output of one 
bank of photocells is balanced against the output of the other 
bank. When a particle is present, an unbalance is produced 
as the particle crosses the beam of light causing a signal to 
be produced which is dependent on the size of the particle or 
particles. The signal produced oe the photoelectric means is 
fed into an A.C. amplifier tuned to a fundamental or peak 
frequency corresponding to the speed of rotation of the 
contents. ‘A D.C. amplifier is controlled by the A.C. amplifier 


to actuate a relay circuit above a predetermined signal level. 


iat 
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Biberman U. S. Patent 3,034,405 (Ex. 49) 

Biberman teaches a centered multislit scanning 
System (e.g., alternate opaque and transparent sectors on a 
disc) for detecting an object from a background. The scan- 
ner emphasizes the object signal and substantially suppresses 
the background signal. The system disclosed utilizes an 
object signal generator having an optical means for focusing 
electromagnetic radiation on a rotatable disc-like scanner 
driven by a moromiconnceced EOuene scanner. Tietdrse=iuike 
scanner contains a plurality of slits comprising opaque and 
transparent sectors. The variations caused by the objects 
on the background provide variations in the electromagnetic 


radiation which are converted into an alternating current by 


a photosensitive device. 


Honccmlemon Patent 3,134,022 (bx. 112) 


Jones teaches a signal detector for use with a radi- 
ation sensor. Jones provides a signal detecting circuit 
capable of selecting one frequency (the desired 
signal) in the presence of other unwanted signals. Also, 
Jones teaches that it is well known that an object may be 
viewed by a suitable photosensitive detector device to give 
eneelectrical output. A chopping action is performed which 
comprises the alternate viewing and obscuring a field of 
view in alternate sectors. The chopping action does not 
effect the background radiation which is constant, but does 
effect the object eee thereby producing an alternating 
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current (A.C.) signal. The resulting output of the photo- 
Sensitive detector device, therefore, has two components, 
one is A.C. representing the object radiation and the other 
iommMmeotmmelevele(direct current or D.C.) representing the 


background radiation. 


Cullikccmll Ss. Patent 2,265,037 (kx. 320) 


Gulliksen teaches a system for inspecting bottles in 
which a lens is rotated and a secondary lateral movement is 
effected to produce a spiral scan. The lens is positioned 
between a light source and a bottle so that the entire bottom 
of the bottle is scanned as the lens follows its spiral path. 
A phototube is positioned above the See receive the 
EECiempassime through the bottle. An electrical pulse is 
provided at the photocell whenever a particle interrupts the 
light passing through the bottle. This impulse indicates the 
presence of a particle or particles and is sent to an impulse 


amplifier to operate a suitable alarm device. 


pecdremeema! Us. Patent 2,636,602 (Ex. 43A) 


This patent is concerned with a system for detecting 


foreign bodies on the bottom of transparent vessels (e.g., 


glass bottles). The system utilizes a scanning member, a source 


of light and a phoeee bectrie device (e725 2 phorocel))yacti, 
vated by light of a predetermined level. The photoelectric 


device is arranged to control a thermionic amplifier which 
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Peoavces an electrical signal wnen the photoeLectric device 

is darkened by a shadow in the scanning field. The amplifier 
GCONpresesmeoupling circuits utilizing a blocking capacitor or 
the amplifier is otherwise arranged so that it will correspond 
to a rapid change of illumination of the photoelectric device 
such as is caused by the passage of a scanning aperture across 
a shadow in the scanning field. .However, the circuitry will 
not be affected by variations in the mean intensity of illum- 
ination due to a variation in the general illumination of the 
scanning field. Thus, the apparatus is insensitive to back- 


ecotngdmevartations such aS color, Lettering, etc. 


FOR A FURTHER DEVELOPMENT OF THE PERTINENT PRIOR ART 
THE COURT'S ATTENTION IS DIRECTED TO EXHIBITS 104, 105 AND 
lel ip, 


APPENDIX C 
I. PLAINTIFF'S EXHIBITS 


Plaintiff's Exhibits For Identification In Evidence 


i , 119 ie 
p 119 123 
3 129 130 
4 185 ' 190 
5 195 | 197 
6 258 260 
7 274 274 
8 276 276 
9 278 278 
10 UN 292 
ial 292 A 
12 297 297 
13 297 297 
14 316 317 
15 339 341 
16 339 341 
17 347 . 349 
18 3500 omer 351 
19 350 | 351 
20 350 351 
Pat 369 370 
22 389 390 


Plaintiff's Exhibits 


23% 
24 
25 
26 
2a 
28 
29 
30 
31 
32 
33 
34 
35 
36 
37 
38 
39 
40 
41 
42 
43 
44 
45 
46 

47 


iL 


For Identification 


389 
B23 
393 
398 
599 
401 
420 


423 


423 
426 
426 
506 
545 
545 


545 


545 
568 
687 


690 


693 
693 
694 
701 
701 
704 


In Evidence 


390 
394 
‘ 394 
398 
329 
401 
421 
425 
425 
427 
427 
508 
546 
547 
563 
563 


688 
691 
693 
694 
696 
701 
704 
~ 710 


Plaintiff's Exhibits 


48 
49 
50 
51 
Dz 
a: 
54 
55 
56 
a7 
58 
ye 
60 
61 
62 
63 
64 
65 
66 
67 
68 
69 
70 
Tat 
72 


1p Be 


For Identification 


711 
712 
742 
746 
823 


947 
947 
947 
949 
954 
972 
1058 


1068 


1084 
1086 
1094 
1106 
1142 
1161 
1166 
1375 
1414 
1415 


In Evidence 


711 
1) 


750 
Lotz 
861 
926 
948 
948 
948 
953 
225 
1089 
Tol 


1084 
1090 
1466 
1106 
1142 
1162 
1166 
1397 
1612 


Plaintiff's Exhibits For Identification In Evidence 


73 1416 1491 
74 1439, 1438 1438 
75 1441 | 1455 
76 1441 1610 
wT 1449 1452 
78 | : 1463 1465 
79 las 7 1637 
80 1490 1491 
81 Sits | 3 1513 
82 1550 1550 
630 1570 1574 
84 | 1575 i575 
85 1591 1591 
86. 1600 | 1609: 
87 | 1616 | 1632 
88 1633 1633 
89 16 36 1793 
90 1642 1642 
91 1648 1648 
92 | 1655 1660 
93 1660 °° 1666 
94 1666 1673 
95 1667 1673 
96 | 1673 1677 
97 1679 ~ 1681 


iv 


Plaintiff's Exhibits For Identification In Evidence 


98 1681 1684 
99 1695 1695 
100 1926 1926 
101 1931 1949 
102 1932 1971 
103 1932 1971 
104 1949 2159 
105 1951 2178 
106 1971 1984 
107 1995 2193 
108 2010 
109 2085 
110 2112 
gti 2131 ae 
112 2152 2153 
113 2152 2153 
114 2152 2153” 
115 2152 2153 
116 7 2150 
117 2177 2178 
118 2177 ae 2178 
119 | 2179 | ? 2187 
120 2193 
za 2195 2201 


122 2201 ~ 2203 


II. DEFENDANT'S EXHIBITS 


Defendant's Exhibits 


A 


Se Cmeioet - WO 2 -£ Me A G&G eH = © FY MH YS |S ww 


vi 


For Identification 


146 
443 
473 
492 
102 
108 
110 
118 
124 
154 
G7 
174 
181 
186 
2: 
22g 
Zoe 
242 


243° 


245 
249 
253 
254 


In Evidence 


147 
447 
478 
493 
108 
108 
110 
118 
124 
154 
167 
ies 
em 
186 
2a 
231 
242 
242 
245 
247 
251 
253 
254 


Defendant's Exhibits 


X 


Sal a 


For Identification 


256 
260 
269 
Zes 


359 
360 
310.8 
409 
472 
481 
486 
490 
402 
494 
517 
524 
564 
610 
618 
622 
O25 
629 
630 


In Evidence 


259 
264 
295 
529 
337 
360 
360 
668 
429 
480 
486 
490 
492 
493 
494 
523 
524, 2354 
565 
618 

2353 
622 
623 
629 

631 


Defendant's Exhibits 


X 


id 


FOm loch etritcation 


258 
260 
269 
298 


309 
360 
363 
409 
472 
481 
486 
490 
402 
494 
aay 
524 
564 
610 
618 
622 
B23 
eA) 
630 


In Evidence 


259 
264 
295 
529 
337 
360 
360 
668 
429 
480 
486 
490 
492 
493 
494 
523 
524, 2354 
565 
618 

2353 
622 
623 
629 
631 


Defendant's Exhibits 


BZ 
CA 
CB 
CC 
cD 
GE 
CF 
CG 
CH 
CI 
CI 
CK 
CL 
CM 
CN 
co 
CP 
CQ 
CR 
cS 
CT 
CU 
CV. 
CW 


ee 


For Identification 


L702 
IEVAO)S) 
1704 
1708 
L709 
1710 
LZ 
17 EZ 
1718 
EPZ2 
L750 
1758 
1760 
1809 
ilsyey7/ 
1847 
eee) 
1860 
ley] 
2055 
2066 
2066 
207), 
2082 


In Evidence 


1703 
1704 
1706 
1708 
1709 
pert 
Hy Foys: 
7 3S 
1736 
1758 
1758 
1760 
Nea 
1820 
1848 
1359 


225 


2356 
2080 
2080 


2083 


Defendant's Exhibits For Identification In Evidence 


ox | 2226 2239 
cy 2239 2255 
Cz 2255 2273 
DA 2291 2294 
DB 2293 2356 
DC Pail 2331 
DD 2361 


DE 239 


